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OVERVIEW
Title	 l Global Forum on IP & Metaverse

Date	 l 10:00~18:00, November 3rd (Thur), 2022

Place	 l	 JW Marriott  Hotel Seoul

Topic	 l IP Policy and Issues in the Metaverse

Host	by	 l 



PROGRAM
Time Contents Speakers

09:30~10:10 Registration	&	Experience	Program	of	Metaverse

Opening	Ceremony

10:10~10:15 Opening	Speech

10:15~10:25 Welcoming	Speech

10:25~10:40 Congratulatory	Speech

10:40~10:50 Performance	&	Commemorative	Photograph

[	Keynote	Speech	]

10:50~11:20 Economic	Activities	and	Intellectual	Property	in	Metaverse
Sangkyun	Kim

Professor, Kyung Hee University

[	Session	1	]	Trends	and	IP	Issues	in	the	Metaverse

11:20~11:50 Trends	and	IP	Issues	in	the	Metaverse	-	Domestic
Jiyoung	Han

Professor, Chosun University

11:50~12:20 Trends	and	IP	Issues	in	the	Metaverse	-	Overseas
Thomas	Dillon

Legal Counsellor, WIPO

12:20~13:30 Lunch

[	Session	2	]	Direction	of	Response	to	Intellectual	Property	Issues	in	Metaverse	

13:30~14:00 IP	Issues	in	the	Metaverse	(US)
Shayne	O’Reilly

Director & Associate General Counsel, Meta

14:00~14:30
Trademarks	and	Designs	in	the	Metaverse	

:	Legal	Aspects	and	Practices	in	Europe	(EUIPO)

Jorg	WEBERNDORFER
Minister Counsellor, 

Delegation of the EU to the Republic of Korea

14:30~15:00
Policy	Trend	and	Current	Discussion	on	

Metaverse	in	Japan
Masafumi	MASUDA

Partner Attorney, Mori Hamada & Matsumoto

15:00~15:30
Response	to	Intellectual	Property	Issues	Related	to	

Copyright	in	Metaverse
Hyechang	Kim

Director General, Korea Copyright Commission

15:30~16:00
Response	to	Intellectual	Property	Issues	Related	to	

Industrial	Property	Rights	in	Metaverse	
:	Focusing	on	Design	and	Trademark

Changhwa	Kim
Professor, Hanbat National University

16:00~16:30 Coffee Break

[	Session	3	]	Measures	for	Cooperation	among	Countries	Related	to	Intellectual	Property	Issues	in	Metaverse

16:30~17:00
Alternative	Dispute	Resolution	Mechanisms	for	
Digital	Copyright	-	and	Content-Related	Disputes

Ignacio	DE	CASTRO
Director, WIPO Arbitration and 

Mediation Center

17:00~17:30
Proposal	of	International	Solutions	in	case	of	Infringement	

of	Intellectual	Property	Rights	on	Metaverse
Gyooho	Lee

Professor, Chung Ang University

[	Panel	Discussion	]

17:30~18:00 Panel	Discussion
Moderator 	Kyoungshin	Park

Professor, Ewha Womens University
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SPEAKERS

Keynote Speech
Economic Activities and Intellectual Property in Metaverse

Sangkyun Kim
Professor, Kyung Hee University

Response to Intellectual Property Issues Related to Copyright in Metaverse

Hyechang Kim
Director General, Korea Copyright Commission

Response to Intellectual Property Issues Related to Industrial Property 
Rights in Metaverse : Focusing on Design and Trademark

Changhwa Kim
Professor, Hanbat National University

Trends and IP Issues in the Metaverse - Domestic

Jiyoung Han
Professor, Chosun University

IP Issues in the Metaverse (US)

Shayne O’Reilly
Director & Associate General Counsel, Meta

Alternative Dispute Resolution Mechanisms for Digital Copyright - 
and Content-Related Disputes

Ignacio DE CASTRO
Director, WIPO Arbitration and Mediation Center

Session 1 Trends and IP Issues in the Metaverse

Session 2 Direction of Response to Intellectual Property Issues in Metaverse
Session 3  Measures for Cooperation among Countries Related to Intellectual 

Property Issues in Metaverse

Trends and IP Issues in the Metaverse - Overseas

Thomas Dillon
Legal Counsellor, WIPO

Trademarks and Designs in the Metaverse 
: Legal Aspects and Practices in Europe (EUIPO)

Jorg WEBERNDORFER
Minister Counsellor, Delegation of the EU to the Republic of Korea

Policy Trend and Current Discussion on Metaverse in Japan

Masafumi MASUDA
Partner Attorney, Mori Hamada & Matsumoto

Proposal of International Solutions in case of Infringement of 
Intellectual Property Rights on Metaverse

Gyooho Lee
Professor, Chung Ang University
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Keynote Speech

Economic	Activities	and	Intellectual	Property	in	
Metaverse

Sangkyun	Kim		l		Professor,	Kyung	Hee	University
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Economic	Activities	and	Intellectual	Property	in	Metaverse		l		Sangkyun	Kim

Keynote Speech
Economic Activities and Intellectual Property in Metaverse

Economic Ecosystem and Intellectual Property in Metaverse

Sangkyun Kim
Cognitive Scientist

Professor, Kyung Hee University

1

2

A student gifted me 

the land!

““

CV 	 ·		Ph.D.	in	Cognitive	Science,	Yonsei	University

	 ·	Advisory	Professor	at	National	Human	Resources	Development	Institute

	 ·	Director	of	Gameculture	Foundation

	 ·	Author	of	“Metaverse”

Summary 	 	Humanity	is	creating	a	new	way	of	life	and	business	models	in	the	metaverse,	a	digital	reality.	In	

the	metaverse,	all	members	become	the	owners	of	intellectual	property(IP)	based	on	the	spirit	

of	Web	3.0.	As	attempts	beyond	the	limits	of	physical	reality	occur,	new	IP	issues	are	emerging.	

The	total	amount	of	generated	IP	is	rapidly	increasing,	and	IP	types	are	also	diversifying.	When	an	

IP	problem	occurs,	it	is	sometimes	impossible	to	identify	the	problem	due	to	technical	limitations,	

and	in	some	cases	it	is	difficult	to	divide	jurisdiction	due	to	the	nature	of	the	metaverse	operating	

without	regional	boundaries.	We	look	back	at	the	intellectual	property	issues	that	need	to	be	solved	

in	order	for	the	metaverse	to	transcend	physical	limits	and	settle	into	a	digital	reality	that	expresses	

human	creativity.

Sangkyun Kim
Professor, Kyung Hee University

Keynote Speech
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Economic	Activities	and	Intellectual	Property	in	Metaverse		l		Sangkyun	Kim

5

source:유메타랩

3

source:유메타랩

6

source:유메타랩

4

source:유메타랩

Keynote Speech
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Economic	Activities	and	Intellectual	Property	in	Metaverse		l		Sangkyun	Kim

9

source:유메타랩

7

source:유메타랩

If you were to go to the wild world, 

what would you like to do?

10

““

8

source:유메타랩

Keynote Speech
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Economic	Activities	and	Intellectual	Property	in	Metaverse		l		Sangkyun	Kim

In the metaverse, digital reality, 

everyone becomes a content owner.

13

““We are moving from material consumption 

to experience consumption, 

and to the era of the immersive economy of 

digital reality.

11

“

“
Nothing comes from 

nothing.

14

““

Source:게티이미지

12

““In Web 2.0, users are doing 

unpaid labor.

Source: ephemera journal

Keynote Speech
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Economic	Activities	and	Intellectual	Property	in	Metaverse		l		Sangkyun	Kim

The metaverse is a world of creativity that 

transcends limits.

17

““Metaverse nomad's 

new economics.

15

““

source: Gamer Tweak

18

Sangkyun Kim
Cognitive Scientist

Professor

Kyung Hee University

www.mindmover.guru

saviour@khu.ac.kr

More IPs

More diverse IPs

Tracking of breaches

Jurisdiction

16

Keynote Speech



Session 1
Trends and IP Issues in the Metaverse

Trends	and	IP	Issues	in	the	Metaverse	-	Domestic

l	Jiyoung	Han

Trends	and	IP	Issues	in	the	Metaverse	-	Overseas

l	Thomas	Dillon
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Session 1
Trends and IP Issues in the Metaverse - Domestic

IInndduussttrryy  TTrreenndd  aanndd  IIPP  IIssssuueess  

oonn  tthhee  MMeettaavveerrssee  iinn  KKoorreeaa

PPrrooff..  HHAANN,,  JJII--YYOOUUNNGG  

((PPrreessiiddeenntt  ooff  KKoorreeaa  IInntteelllleeccttuuaall  PPrrooppeerrttyy  SSoocciieettyy))

DDaattee ::    NNoovveemmbbeerr  33,,  22002222

CCOONNTTEENNTTSS
I. Metaverse

II. Trends of Industry on the Metaverse in Korea

III. Issues on Intellectual Property in Metaverse

(1) Issues on Patent in Metaverse

(2) Issues on Trademark in Metaverse

(3) Issues on Design in Metaverse

(4) Issues on Copyright in Metaverse

(5) Issues on Unfair Competition in Metaverse

(6) Jurisdiction 

IV. Conclusion

CV 	 ·		Bachelor	of	Engineering,	Yonsei	University	

	 ·	Master	of	Laws,	Graduate	School	of	Patent	Law	at	Yonsei	University

	 ·	Doctor	of	Law,	University	of	Munich,	Germany

	 ·	President	of	the	Korean	Intellectual	Property	Society

	 ·	Research	Advisory	Committee	of	Korea	Legislation	Research	Institute

	 ·	Professional	Appraiser	of	Korea	Copyright	Commission

	 ·	President	of	Korea	Digital	Property	Law	Association

	 ·	Director	of	the	Legal	Studies	Institute	of	Chosun	University

	 ·	Visiting	Professor	at	Oxford	University	of	Law,	UK

	 ·	Researcher	and	visiting	professor	at	the	Max	Planck	Insitute	for	Intellectual	Property	Rights	in	Germany

	 ·	Visiting	Reasearcher	of	Intellectual	Property	Research	Institute	in	Japan

	 ·	Visiting	Researcher	of	Japan	Society	for	the	Promotion	of	Science

Summary 	 	In	the	era	of	the	4th	industrial	revolution,	the	metaverse	industry	is	rapidly	growing	as	interest	in	

the	metaverse	is	rising	around	the	world.	In	this	presentation,	we	look	at	the	industry	trends	of	

metaverse	in	Korea,	and	present	various	issues	related	to	patents,	trademarks,	designs,	copyrights,	

and	the	Unfair	Competition	Prevention	Act	in	the	metaverse.	In	particular,	it	focuses	on	various	

intellectual	property	issues	that	may	be	raised	or	raised	in	the	metaverse,	such	as	image	design	

protection	in	the	metaverse,	mark	similarity	by	determining	whether	virtual	goods	and	real	products	

are	similar,	and	issues	of	publicity	rights.	Although	there	are	no	laws	and	regulations	in	Korea	

yet,	we	also	propose	amendments	such	as	how	to	deal	with	these	intellectual	property	issues	in	

practice	and	in	what	direction	to	revise	them.

Jiyoung Han
Professor, Chosun University

Trends and IP Issues in the Metaverse

Trends	and	IP	Issues	in	the	Metaverse	-	Domestic		l		Jiyoung	Han

Trends and IP issues in the Metaverse
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출처: 한화

II ..   MMeettaavveerrssee

II II ..   IInndduusstt rryy   TTrreenndd  

oonn  MMeettaavveerrssee  

iinn  KKoorreeaa

Trends	and	IP	Issues	in	the	Metaverse	-	Domestic		l		Jiyoung	Han

Trends and IP issues in the Metaverse
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• Cyber singer ‘ADAM’ debut(1998. 01.): Virtual Influencer in the Broadcasting, Advertisement

Album Sales over 200 Thousands at that time

• Korean-style SNS ‘Cyworld’ in 2000 made people communicate with various people, and 

decorate mini-homepage through Avatar; Avatar projecting oneself means Multi-Persona 

Some Cases on Metaverse in Korea in Past

Cyber Singer ‘Adam’(1998) Cyworld (1999)

II nndduuss tt rr yy   TTrreenndd   oonn   MMee tt aavvee rr ssee

Rapid Increasing of the Metaverse Market: 
61.8 Billion USD(2022) → 426.9 Billion USD(2027) 

Growth Rate 47.2% per Year (Source : MarketsandMarkets)

DIGITAL STRATEGY ON METAVERSE 
– VISION AND PROMOTION STRATEGY 

MMeett aavvee rr ssee   ii nn   KKoo rreeaa

NaverZ: Zepeto – No. of Members are over 300 Mil. (2022.03.)

- Autograph Event of Girl-group ‘Blackpink’ (2020.09.)

- Collaboration of Zepeto with Gucci
Enjoyable for worldwide 300 Mil. …Naver’s ZEPETO becoming

‘The Strongist in Metaverse (Hankyoung Newspaper, 2022.3.4.)
ZEPETO coveted by even Gucci... Keyword in the Metaverse is ‘Fashion’

(TechM, 2022.3.21.)

Trends	and	IP	Issues	in	the	Metaverse	-	Domestic		l		Jiyoung	Han

Trends and IP issues in the Metaverse
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(1) Patent Issues in Metaverse
O It is difficult to assume that an avatar completes a patentable invention in the metaverse platform,

because it's hard to think of an avatar's own invention on a special thing or method in a virtual space

called a metaverse. 

O Patented inventions related to metaverse are not inventions by avatars within the metaverse platform, 

but mainly software-related inventions in real world.

O The ranking of companies with the most patents related to metaverse as of 2022 is as following:         

Microsoft(158 patents), Samsung(122), Magic Leap(109), IBM(71), Disney(40), Meta(38), Adobe(31),  

Verizon(30), Intel(27), Snap(27) etc.

O The unauthorized use in metaverse of a patented method invention in the real world is subject to the           

practice of invention according to the Patent Act, and it is highly likely to violate the patent right.

[e.g.] In a metaverse, a virtual machine can perform certain steps just like other machines. 

Anyone can prove the infringement by showing that the virtual machine performs each step in the 

relevant claim of the specification.

O Under Korea Patent Act, the concept of ‘practice’ of the invention is regulated considering the real world,

not the virtual world. In this respect, the concept of ‘practice’ should be reviewed to apply to unauthorized 

acts in the virtual world as well, or should revise the regulation to even include acts in the virtual world.

II II II..  IIssssuueess  oonn IIPP  

iinn  MMeettaavveerrssee

(( 22 ))   TTrr aa dd ee mm aa rr kk   II ss ss uu ee ss   ii nn   MM ee tt aa vv ee rr ss ee

Increasing the number of applications of 
Trademarks as to Metaverse
Source: TechWorld, 2021.8.18.

O It is the field of trademark that includes the most legal issues among IP in Metaverse

O Digital fashion goods that are using trademark rights for logos and designs of fashion brands are

being distributed through avatars in Metaverse, where so-called counterfeit goods are being used

<Metaverse and Trademark Registration>
- NIKE registered virtual Marks … ‘Full Scale War in Metaverse’ of Well-known Fashions (2021.11.16. Joongang Newspaper)
- McDonald, application for marks for Metaverse .. Expansion of Metaverse Business to Food Industry (2022.2.10. Block

Media)

II PP   II ssssuueess   oonn   MMeett aavvee rr ssee

[IP Issues on Metaverse]

(1)When using Creative Works in Metaverse, which are created in Metaverse
(2)When using Creative Works in Real World, which are created in Metaverse
(3)When using Creative Works in Metaverse, which are created in Real World

Trends	and	IP	Issues	in	the	Metaverse	-	Domestic		l		Jiyoung	Han

Trends and IP issues in the Metaverse
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TTrr aaddeemmaa rr kk   II ssssuueess   ii nn   MMeett aavvee rr ssee
(A) Unauthorized use of counterfeit mark of registered trademark : Dilution of Mark

- Trademark dilution can be occurred when well-known trademarks in domestic or overseas are used for the 
unjust purposes in Metaverse;

- The counterfeiting of well-known trademarks in domestic or overseas in real world could be indirect 
infringement; such act in Metaverse may be also indirect infringement.

(B) Issue on the definition of ‘Use’ of goods or service in Metaverse

- Real goods are combined with virtual trademarks in Metaverse, real trademarks are combined with virtual 
goods; these acts are unexpected use of goods under the current Trademark Act;

- It is the problem on whether acts that digital goods are transmitted on-line or are provided as streaming 
would belong to the use of trademark under Trademark Act or not.

- It is necessary for reviewing the legal definition on use of trademark; namely definition of the use under 
Trademark Act should be broadly interpreted, or a new regulation should be established by de lege ferenda;

- In this regards, the concept on infringement of trademark rights should be reviewed that on-line 
transmission of digital goods, unlawful use of trademark in virtual world etc. would be included into the 
scope of protection of trademark rights.

Classification of trademarks in Metaverse
- Anyone who created a new trademark has to file an application for trademark registration 

by designating at least one category of goods in accordance with the classification of goods.

- The goods with trademarks in Metaverse are classified into class 9;

- The goods in Metaverse is nearly to image, and belong to ‘downloadable image file(class 9)’

- In this regard, KIPO has published ‘Examination Guideline on Virtual Goods’(2022.7.13.)

Class Goods for application Recognition 
of name

Correction

1 9 Downloadable virtual goods No Downloadable virtual clothes

2 9 Computer Program recorded 
by virtual goods

No (1) Computer program in virtual world 
recorded by virtual goods

(2) Computer program for gaming in virtual 
world recorded by virtual goods

3 9 Virtual Clothes Yes -

(( 33 ))   DDeess ii ggnn   II ssssuueess   ii nn   MMeett aavvee rr ssee

<Design and Metaverse>
- KIPO has acknowledged graphic image as protectable design under the Design Act (2021)
- Design is becoming important in digital image such as digital caps, digital supercar.

Protection of design in Metaverse era
Source: Naver blog, KIPOWORLD2, 2021.6.24.

Metaverse era.. Design test on new cars 
in virtual world, source: Worldbusiness, 2021.7.14.

Examination Guideline on Virtual Goods

- The guideline separates virtual goods, and newly re-classifies them into their own similar classes.

< Examples >

Class Goods for application Recognition of 
name

Code of Similar classes

1 9 Virtual clothes/
Virtual caps/
Virtual shoes

No ①Virtual clothes(G520743, G520745)
② Virtual caps (G520745)
③ Virtual shoes(G520727)

2 9 Virtual products, 
Shoes using in the online virtual 

world

Yes G520727

3 9 Downloadable virtual clothes Yes G520743, G520745

4 9 Downloadable virtual online retails Yes S2052

5 9 Virtual clothes and virtual shoes 
retails

No ①virtual clothes retails(S2052)
② virtual shoes retails(S2052)

Trends	and	IP	Issues	in	the	Metaverse	-	Domestic		l		Jiyoung	Han

Trends and IP issues in the Metaverse
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(( 44 ))   CCooppyy rr ii gghh tt   II ssssuueess   ii nn   MMeett aavvee rr ssee

<Copyright in Metaverse>
- The hottest issue such as unauthorized use of K-POP on Metaverse

Metaverse 18%, NFT 14%.. 
The hottest issue in copyright this year

Source: Asia Economy, 2022.2.23.

Metaverse and K-pop? the copyright at issue
Source: Yonhap News, 2022.1.23.

DDeess ii ggnn   II ssssuueess   ii nn   MMee tt aavvee rr ssee
(A) Legal protection on design created in Metaverse

- Korea Design Protection Act Art. 2(definition), (2-2)

- KIPO’s Design Exam Guideline: Images in graphic image are limited to those that are used for the 
operation of devices or that exhibit a function.

• “Graphic image used for the operation of devices” : graphic image used to operate a device in an 
image.  [Example] "images for smartphones“ as part of the operation of icons projected from smart 
bracelets and displayed on the wrist; "images for virtual keyboards" projected into the space;

• “Graphic image to display as a result of the device performing its function”:  graphic image in which 
the function of the device is performed, and so the figure used for the operation of any device is 
displayed in the image;  [Example] Showing the vehicle's driving information (speed, direction, etc.) to 
the driver by penetrating light on the road surface, such as "intelligent vehicle headlights" etc.

The term "image" means a figure, symbol, etc. expressed by digital technology or electronic means [limited to 

those that are used for the operation of devices or that exhibit a function, and including parts of an image];

CCooppyy rr ii gghh tt   II ssssuueess   ii nn   MMeett aavvee rr ssee
[A] Protection on works created in Metaverse under the Act

• Avatars are engaged in creative activities using tools provided by Metaverse platform, and the 
creative works by the avatars can be protected in case that copyright legislation is insufficient;

• Works created in a virtual space are related to computer programs, visual art works, cinematographic 
works etc.;

• The ownership for works created in a virtual space is principally belonging to creator who actually 
created them according to the clauses of the contract.

• However, many operators of the metaverse platform may use the works without the permission of 
the creator according to the clauses of the contract between the creator and the platform operator.

• [Example]  In metaverse platforms such as Roblox and Zepeto, copyrights on works are belonging to 
users who actually created them, and the operators of the metaverse platform have got 
comprehensive licenses for creative use or services. 

[Ref. Naver's Terms of Use on ZEPETO 3.4) (2022.02)]

PP rr oo tt ee cc tt ii oo nn   mm ee tt hh oo dd   oo nn   dd ee ss ii gg nn   ii nn   MM ee tt aa vv ee rr ss ee

(1) Way to protect a design as graphic image (image itself independent of item)

- The object to which the image is displayed is not related to the existence of the article, but is limited to 
one used in the operation of a device or a device or displayed as a result of the device performing its 
function.

[Problem] 

If contents that are not related to the use for operation of devices or for performing its function of a device 
are transmitted online in a metaverse environment, legal action is difficult because the contents cannot be 
regarded as the implementation of the design right, even if the creator has got registration for screen design 
as a part of an article.

(2) Way to protect design as screen design represented in the part of an article:

- It means that the screen created integrally with the article is protected; 

- It is not limited to one used in the operation of a device or a device or displayed as a result of the device 
performing its function, and can be protected in the form of a partial design;

- The screen design on a part of the article that its indication part cannot be specified within the article, is 

not likely to get design registration, because it cannot fulfil the requirement for industrial application.

[Revision] Revision of a regulation on graphic image under the Design Protection Act is necessary.

Trends	and	IP	Issues	in	the	Metaverse	-	Domestic		l		Jiyoung	Han

Trends and IP issues in the Metaverse
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(( 66 ))   JJuu rr ii ssdd ii cc tt ii oonn

O Metaverse exists in a virtual space, and so does not conform to the intellectual property rights system 
based on the principle of territorialism.

O In the case of infringement of intellectual property on the metaverse platform, the problem is raised that       
infringement of intellectual property rights occurs in an online environment that can be accessed from all 
over the world through a transborder medium called the Internet.

O In the event of infringement of intellectual property rights on the metaverse, the issue of   

jurisdiction over which country to file a complaint with the court is very important.

O Valid requirements for exclusive international jurisdiction agreement in Korean cases:

(a) The case does not fall under the exclusive jurisdiction of a foreign court,

(b) The court of the Republic of Korea shall have jurisdiction over the case under the laws of 

Korea,

(c) The case has a reasonable relevance to the court of Korea,

(d) Such an exclusive jurisdiction agreement should not be unreasonable, unfair, and contrary to 

public order and good morals.

CCooppyy rr ii gghh tt   II ssssuueess   ii nn   MMeett aavvee rr ssee
[B] Unauthorized use in the metaverse for a work created in the real world

- Unauthorized use in the metaverse for a work registered with the Korea Copyright Commission or for 
its modified works without author’s permission;

- In this regard, a right to maintain the integrity of the content or a right of production of derivative 
works may be infringed.

[C]  Is it webcasting, broadcasting, performance or transmission, when avatar performs or plays a music 

video in the metaverse platform?

• When avatar performs in the metaverse, namely, avatar actually dances and sings a song through 
motion captures, and when other users recognize them as a performance act of a virtual avatar, it is 
necessary for examining whether copyright is violated or not;

• The economic interests would largely vary depending in accordance with that performances or 
songs of avatars or virtual artists in the metaverse or not are performances, broadcasting or 
transmission under the Copyright Act.

○ Main regulations on jurisdiction revised in Act on Private International Law 2022:

Article 2 (International Jurisdiction)
(1) In case a party or a case in dispute is substantively related to the Republic of Korea, a court shall have 

the international jurisdiction. In this case, the court shall obey reasonable principles, compatible to the 
ideology of the allocation of international jurisdiction to facilitate impartiality between parties, adequacy 
of the trial, immediacy and economy, in judging the existence of the substantive relations.

(2) In the absence of provisions on international jurisdiction in this law, other domestic laws and
regulations, or international treaties, a court shall judge whether or not it has the international
jurisdiction in the light of jurisdictional provisions of domestic laws and shall take a full
consideration of the unique nature of international jurisdiction in the light of the purport of
the provision of paragraph (1).

Art. 8 (Jurisdiction of agreements)
(1) The parties may agree on an international jurisdiction over a lawsuit that has been filed by a certain 

legal relationship. However, if an agreement falls under any of the following subparagraphs, it is not 
effective.

(a) Where the agreement is not effective in accordance with the laws of a country having international    
jurisdiction under an agreement(including laws and regulations on the designation of the applicable law),

(b) Where the parties to the agreement were not capable of reaching the agreement, 
(c) Where a lawsuit subject to an agreement is exclusive to the international jurisdiction of a country other 

than the state determined by agreement in accordance with the laws Korea or treaties,
(d) If the effect of the agreement is recognized, it clearly violates the good morals or other social order of 

the state in which the lawsuit continued.

(( 55 ))   UU nn ff aa ii rr   CC oo mm pp ee tt ii tt ii oo nn   II ss ss uu ee ss   ii nn   MM ee tt aa vv ee rr ss ee

Goods, main agent of 
business, an act of 
confusion

Unauthorized use of real-world well-known trademarks and trade names on 
metaverse
1. Opening a store decorated similar to a NIKE store within the metaverse and 
selling virtual shoes or clothing;
2. Performing a performance that imitates the appearance or unique behavior of 
a famous singer on the metaverse
3. Performing a virtual version of a famous musical on a metaverse

Dilution of well-

known marks

The act of using real-world well-known trademarks and trade names for low-
quality products and businesses on metaverse
1. Action of decorating and selling chicken restaurants using the CHANEL mark
2. Use 'Nongshim', which is famous for ramen, for feedor transform 'Enjoy Coca-
Cola' into 'Enjoy Cocaine' in the virtual world

Imitation of goods 

type

Action of selling bag and shoes that imitate NIKE shoes less than 3 years after 
launch

Unfair use of data The act of a competitor crawling competitor's information within the metaverse

Unfair use of right of 

publicity

The act of unauthorized renting and advertising of BTS' videos on Metaverse;
Using idol-groups as avatars with deep-fake technology, etc

Others The act of reproducing famous buildings within a metaverse

Trends	and	IP	Issues	in	the	Metaverse	-	Domestic		l		Jiyoung	Han

Trends and IP issues in the Metaverse
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CCoonncc ll uuss ii oonn
O Current IP-related Acts in Korea – No regulation on Metaverse

- Metaverse is a virtual space in which avatars communicate each other as second-life along with rapid 
development of digital technology, and so the cases that users make their own avatars use of a legally 
protected works without any consents of right holders will be increased.

- IP issues on Metaverse could not be easily solved because of no-IP Acts on Metaverse;

- Therefore, industry-academic-government cooperation should be needed to solve the IP-issues.

O Following discussions and study on how to solve the IP-issues, for example, to revise current IP-Acts,    

to establish new Acts etc. are needed.

- Paradigm shift in respect of legal system can be necessary for solving IP-issues on Metaverse;

- IP-issues on Metaverse occur not only in Korea but worldwide, 

and if necessary, an international treaty through WIPO can be enacted through in-depth discussion.

TTHHAANNKK  FFOORR  
AATTTTEENNTTIIOONN!!

Session 1
Trends and IP Issues in the Metaverse - Overseas

CV 	 ·		Legal	Counsellor,	World	Intellectual	Property	Organization(2014~)

	 ·	Barrister,	London	UK(2010~2014)

	 ·	Vice	President	and	Deputy	General	Counsel	EMEA,	Motion	Picture	Association,	Brussels,	Belgium(2006~2009)

	 ·	Anti-Piracy	Counsel,	Motion	Picture	Association,	Brussels,	Belgium(2001~2006)

	 ·	Barrister,	Birmingham,	UK(1984~2000)

Summary 	 	The	concept	of	the	metaverse	has	excited	interest	among	policy-makers	in	many	fields.	So	far	

as	intellectual	property(IP)	is	concerned,	it	is	suggested,	however,	that	the	concept	as	described	

does	not	offer	many	truly	new	problems,	as	the	issues	relating	to	online	environments	have	been	

discussed	at	length	(though	not	necessarily	to	a	generally-accepted	conclusion)	in	the	context	of	

massively	multiplayer	online	role-playing	games(MMORPGs).	However,	the	metaverse	prompts	

reflection	on	the	practicalities	of	registration	and	the	scope	of	protection	of	IP.	It	highlights	need	

to	answer	the	internationally	unresolved	issue	of	the	localization	of	infringements	in	cross-border	

cases,	a	matter	of	practical	importance	to	enforcement.

Thomas Dillon
Legal Counsellor, WIPO

Trends and IP Issues in the Metaverse

Trends and IP issues in the Metaverse

Trends	and	IP	Issues	in	the	Metaverse	-	Overseas		l		Thomas	Dillon
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Trends and IP issues in the Metaverse - overseas

Thomas Dillon, WIPO

Global Forum on “IP and the Metaverse”, 
Presidential Council on Intellectual Property

November 3, 2022

…I think that this is a persistent, synchronous environment where we can be 
together, which I think is probably going to resemble some kind of a hybrid 
between the social platforms that we see today, but an environment where you’re 
embodied in it.

Mark in the metaverse - Facebook’s CEO on why the social network is becoming ‘a 
metaverse company’
Interview with Casey Newton, The Verge, July 22, 2021

Nature of the Metaverse – through an IP lens 

Substantive issues – trademarks and copyright

Enforcement issues - jurisdiction

IP issues in the Metaverse

Trends and IP issues in the Metaverse

Trends	and	IP	Issues	in	the	Metaverse	-	Overseas		l		Thomas	Dillon
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Roblox – launched 2006 

Gaming

Social Media

Virtual Reality
Metaverse

Second Life – launched 2003 

Trends and IP issues in the Metaverse

Trends	and	IP	Issues	in	the	Metaverse	-	Overseas		l		Thomas	Dillon
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Gaming

Social Media

Virtual 
Reality

Metaverse

• Copying of 
virtual goods

• Access key 
selling

• Infringing 
UGC/Mods

• Unlicensed 
live streaming • Private groups 

sharing live video 
streams (inc. game 
play) or pirate 
copies

• Infringing UGC
• Sales of counterfeit 

(and other illegal) 
goods

• Watching infringing copies 
of 3D video?

Infringement 
profile

NFTs might eventually offer interoperability 
between gaming environments, but have little to 
do with the Metaverse.

Screenrant
website,
March 22, 2020

Gaming

Social Media

Virtual Reality

Metaverse

Industrial 
profile

Trends and IP issues in the Metaverse

Trends	and	IP	Issues	in	the	Metaverse	-	Overseas		l		Thomas	Dillon
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Trademarks

▪ Registration
▪ Comparison for similarity: Goods / services? 
o BALMORAL Trade Mark, [1999] R.P.C. 297 (UK) “wines” v “bar services” and 

“whisky”

o Hermes v Rothschild (2022) SDNY 22-CV-00384:  Sale of images > First 
Amendment issue; sale of avatar-wearable “handbag”, possibly not.

▪ “Safe harbors”? – s. 230, Comms Decency Act (US): 
o Doe v. Roblox Corporation (N.D.Cal., 2022): not Deft’s own fraud

o cf Coffee v. Google, LLC (N.D.Cal., 2022): making games available with 
lootboxes was as publisher.

Liability issues – trademarks and copyright

NCL (12-2023) will enter into force on January 1, 2023

Trends and IP issues in the Metaverse

Trends	and	IP	Issues	in	the	Metaverse	-	Overseas		l		Thomas	Dillon
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KIPO examination 
guidelines, effective 
July 14, 2022

Trademarks

▪ Registration
▪ Comparison for similarity: Goods / services? 
o BALMORAL Trade Mark, [1999] R.P.C. 297 (UK) “wines” v “bar services” and 

“whisky”

o Hermes v Rothschild (2022) SDNY 22-CV-00384:  Sale of images > First 
Amendment issue; sale of avatar-wearable “handbag”, possibly not.

▪ “Safe harbors”? – s. 230, Comms Decency Act (US): 
o Doe v. Roblox Corporation (N.D.Cal., 2022): not Deft’s own fraud

o cf Coffee v. Google, LLC (N.D.Cal., 2022): making games available with 
lootboxes was as publisher.

Liability issues – trademarks and copyright

Trends and IP issues in the Metaverse

Trends	and	IP	Issues	in	the	Metaverse	-	Overseas		l		Thomas	Dillon
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Copyright

▪ WIPO 2022 study: ‘Copyright Infringement in the Video Games 
Industry’, (WIPO/ACE/15/4) by Dr. Gaetano Dimita and ors

▪ “Virtual goods” as works - why not?

▪ “Know your customer”

▪ Consumer contracts – national sovereignty

Liability issues – trademarks and copyright
Trademarks

▪ Registration
▪ Comparison for similarity: Goods / services? 
o BALMORAL Trade Mark, [1999] R.P.C. 297 (UK) “wines” v “bar services” and 

“whisky”

o Hermes v Rothschild (2022) SDNY 22-CV-00384:  Sale of images > First 
Amendment issue; sale of avatar-wearable “handbag”, possibly not.

▪ “Safe harbors”? – s. 230, Comms Decency Act (US): 
o Doe v. Roblox Corporation (N.D.Cal., 2022): not Deft’s own fraud

o cf Coffee v. Google, LLC (N.D.Cal., 2022): making games available with 
lootboxes was as publisher.

Liability issues – trademarks and copyright

Jurisdiction

▪ Personal jurisdiction:
➢ EU: Brussels I Regulation (recast) No. 1215/2012
Art. 7(2) “in the courts for the place where the harmful event occurred or may occur”
➢ US: Long-arm statutes 
“commits a tortious act within the state”; or “without the state causing injury to 
person or property within the state” + business connection (NY CPLR § 302)

▪ Localisation:
➢ EU: “Targeting”: Football Dataco Ltd v Sportradar GmbH (2012) CJEU Case C 

173/11
➢ US: Screen display in US suffices: Spanski Enterprises, Inc. v. Telewizja Polska, 

S.A., 883 F.3d 904 (C.A.D.C., 2018)

Jurisdiction

Copyright

▪ WIPO 2022 study: ‘Copyright Infringement in the Video Games 
Industry’, (WIPO/ACE/15/4) by Dr. Gaetano Dimita and ors

▪ “Virtual goods” as works - why not?

▪ “Know your customer”

▪ Consumer contracts – national sovereignty

Liability issues – trademarks and copyright

Trends and IP issues in the Metaverse

Trends	and	IP	Issues	in	the	Metaverse	-	Overseas		l		Thomas	Dillon
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Trends and IP issues in the Metaverse

Trends	and	IP	Issues	in	the	Metaverse	-	Overseas		l		Thomas	Dillon
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Direction of Response to Intellectual 
Property Issues in Metaverse

IP	Issues	in	the	Metaverse	(US)
l	Shayne	O’Reilly

Trademarks	and	Designs	in	the	Metaverse	
:	Legal	Aspects	and	Practices	in	Europe	(EUIPO)
l	Jorg	WEBERNDORFER

Policy	Trend	and	Current	Discussion	on	Metaverse	
in	Japan
l	Masafumi	MASUDA

Response	to	Intellectual	Property	Issues	Related	
to	Copyright	in	Metaverse
l	Hyechang	Kim

Response	to	Intellectual	Property	Issues	Related	
to	Industrial	Property	Rights	in	Metaverse	
:	Focusing	on	Design	and	Trademark
l	Changhwa	Kim
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Session 2
IP Issues in the Metaverse (US)

The Metaverse: 
Intellectual Property Issues in the Metaverse

Shayne O’Reilly
Head of Licensing & Open Source

What is the Metaverse?

▪ Successor to the mobile Internet which is Immersive

▪ Digital spaces interconnected so you can move through them

▪ Brings XR closer to our daily lives

▪ Extended Reality (XR) – ways to experience the Metaverse

o Augmented Reality (AR)

o Virtual Reality (VR)

o Mixed Reality (MR) 

CV 	 	·	Director	&	Associate	General	Counsel,	Head	of	Licensing	&	Open	Source(01.2018.~)

	 ·	Board	Member	of	Crypto	Open	Patent	Alliance(01.2022.~)

	 ·	Intellectual	Property	Associate	of	Kilpatrick,	Townsend	&	Stockton	LLP(06.2011.~01.2018.)

	 ·	Intellectual	Property	Associate	of	Hunton	&	Williams	LLP(03.2007.~06.2011.)

Summary 	 	This	presentation	will	outline	the	Metaverse	to	ensure	that	we	have	a	common	understanding,	will	

explore	the	keys	to	the	generation	and	adoption	of	the	Metaverse,	and	the	intellectual	property	

issues	associated	with	the	Metaverse	from	a	US	perspective.

Shayne O’Reilly
Director & Associate General Counsel, Meta

Direction of Response to Intellectual Property Issues in Metaverse

IP	Issues	in	the	Metaverse	(US)		l		Shayne	O’Reilly

Direction of response to intellectual property issues in Metaverse
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Virtual Reality

▪ VR – Virtual Reality 

o Virtual environments/worlds

o Horizon Worlds (Meta)

o Decentraland

o The Sandbox

o Games: 

o Minecraft

o Roblox 

Augmented Reality

Virtual RealityAugmented Reality

IP	Issues	in	the	Metaverse	(US)		l		Shayne	O’Reilly

Direction of response to intellectual property issues in Metaverse
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Mixed Reality

▪ Key to the Metaverse 

▪ Definition: Fully immersive environment that includes augmented reality and virtual 

reality to combine aspects of the virtual and physical world.

▪ Building blocks for the Metaverse: 

o Movies: Ready Player One

o AR

o VR

Mixed Reality

IP	Issues	in	the	Metaverse	(US)		l		Shayne	O’Reilly

Direction of response to intellectual property issues in Metaverse
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Keys to building the Metaverse

▪ Fully functioning economy 

o Creating and using an Avatar in across multiple platforms or games

o Open system that allows people to create, own, invest, sell, trade, and carry 

digital assets across platform

▪ Hardware/future devices

o Meta Quest 2 - best selling device to date

o Smaller form factor

o Higher resolution

o More sensors on devices

o Mixed reality pass-through

o More options (rumored devices from Apple, Google)

Value Proposition for Metaverse

▪ Opportunity

o 2021 venture capital and private equity funding into Metaverse reached $13 

Billion

o By 2030, the value of the Metaverse could reach $5 Trillion

o In first 5 months of 2022, corporations, venture capital and private equity have 

already invested more than $120 billion in the Metaverse

Keys to building the Metaverse
▪ Interoperability

o XR Association – responsible development and adoption of XR

o Founders: Google, HTC, Meta, Sony Interactive Entertainment

o Metaverse Standards Forum – foster development of open standards

o 37 Founding Members of Metaverse Standards Forum

IP	Issues	in	the	Metaverse	(US)		l		Shayne	O’Reilly

Direction of response to intellectual property issues in Metaverse
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Q&A

Intellectual Property issues re the Metaverse

▪ Patent Litigation focused on hardware

o District Court litigation/ITC investigations

o Foreign litigation (Germany, UK China)

▪ Partnership/Agreements/Standard Setting Organizations – Interoperability

o Intellectual property/patent provisions critical to these agreements

▪ Intellectual Property licensing and digital rights 

o NFTs, digital art and ownership issues in the Metaverse

o What is fair use in the Metaverse

o Avatars/Image and likeness

Intellectual Property issues re the Metaverse

▪ Significant rise in Trademark applications designating protection of goods and/or 

services in virtual environments

▪ Brand protection and enforcement of trademarks 

o Developing a proactive enforcement plan to police and enforce brands in the 

metaverse

o Use AI technology to identify violations

o Logos, brands, slogans and trade dress (e.g., Nike, Inc. v. Stockx LLC (SDNY, 

Feb. 2022)

IP	Issues	in	the	Metaverse	(US)		l		Shayne	O’Reilly

Direction of response to intellectual property issues in Metaverse
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Session 2
Trademarks and Designs in the Metaverse : Legal Aspects 
and Practices in Europe (EUIPO)

Trademark and Designs in the Metaverse : 
the EU perspective

PCIP Conference “IP and the Metaverse”
3 of November 2022

Jorg Weberndorfer, Minister Counsellor
EU Delegation to the Republic of Korea

EUIPO / Introduction

➢ The EUIPO is more and more dealing with questions on the 
METAVERSE related to 

a) trademarks

b) registered and unregistered designs

➢ There are many open questions 

➢ Case law and the revision of the Designs Regulation are awaited for

CV 	 	·	German	Lawyer

	 ·	Doctor	of	Law(doctor	juris)

	 ·	Master	of	Laws(LL.M.)

	 ·	Executive	MBA

	 ·	accredited	Internal	Auditor.

	 ·	Minister	Counsellor,	the	trade	section	of	the	EU	Delegation	in	Korea(2022~)

	 ·	Minister	Counsellor,	the	trade	section	of	the	EU	Delegation	in	Argentina(2018~2022)

	 ·	DG	Trade,	the	European	Commission(2011~2018)

	 ·	legal	officer	and	manager,	the	European	Intellectual	Property	Office(EUIPO)(1998~2011)

Summary 	 	The	Intellectual	Property	Office	of	the	European	Union	(EUIPO)	is	increasingly	facing	questions	

about	trademarks	and	designs	 in	the	metaverse.	These	questions	cover	areas	such	as	

classification,	grounds	for	refusal,	and	use	as	regards	trademarks,	and	definitions,	representation	

requirements,	product	indications,	and	the	protection	against	the	use	in	the	virtual	world	for	

designs.

Jorg WEBERNDORFER
Minister Counsellor, Delegation of the EU to the Republic of Korea

Direction of Response to Intellectual Property Issues in Metaverse

Trademarks	and	Designs	in	the	Metaverse	:	Legal	Aspects	and	Practices	in	Europe	(EUIPO)		l		Jorg	WEBERNDORFER

Direction of response to intellectual property issues in Metaverse
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I. Trademark Questions

Classification

5

I. Trademark Questions

1) Classification of goods and services

2) Absolute grounds for refusal

3) Relative grounds for refusal

4) Trademark use

3

I. Trademark Questions

Classification

6

I. Trademark Questions

Classification

4

Trademarks	and	Designs	in	the	Metaverse	:	Legal	Aspects	and	Practices	in	Europe	(EUIPO)		l		Jorg	WEBERNDORFER

Direction of response to intellectual property issues in Metaverse
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I. Trademark Questions

Relative grounds

9

I. Trademark Questions

Absolute grounds

7

I. Trademark Questions

Use

10

I. Trademark Questions

Absolute grounds

8

Trademarks	and	Designs	in	the	Metaverse	:	Legal	Aspects	and	Practices	in	Europe	(EUIPO)		l		Jorg	WEBERNDORFER

Direction of response to intellectual property issues in Metaverse
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II. Design Questions

What are digital designs?

13

I. Trademark Questions

Use

11

II. Design Questions

What are digital designs?

14

II. Design Questions

1) Design definitions

2) Design representation requirements

3) Product indications

4) Design protection in the virtual world

12

Trademarks	and	Designs	in	the	Metaverse	:	Legal	Aspects	and	Practices	in	Europe	(EUIPO)		l		Jorg	WEBERNDORFER

Direction of response to intellectual property issues in Metaverse
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II. Design Questions

Designs definitions

17

II. Design Questions

What are digital designs?

15

II. Design Questions

Unregistered design definitions

18

II. Design Questions

Designs definitions

16

Trademarks	and	Designs	in	the	Metaverse	:	Legal	Aspects	and	Practices	in	Europe	(EUIPO)		l		Jorg	WEBERNDORFER

Direction of response to intellectual property issues in Metaverse
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II. Design Questions

Design protection against use in the virtual world

21

II. Design Questions

Design representation

19

Thank you for your attention!

II. Design Questions

Product indications

20

Trademarks	and	Designs	in	the	Metaverse	:	Legal	Aspects	and	Practices	in	Europe	(EUIPO)		l		Jorg	WEBERNDORFER

Direction of response to intellectual property issues in Metaverse
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Session 2
Policy Trend and Current Discussion on Metaverse in Japan

November 3, 2022 Masafumi MASUDA

Global Forum on IP & Metaverse

▌Bio
2004 B.E., The University of Tokyo
2007 J.D., Chuo Law School
2008 Joined Mori Hamada & Matsumoto
2009 Staff Attorney, Media and Content Division, Ministry of Economy, Trade and Industry (METI) (-2010)
2010 Auditor, Content Overseas Distribution Association (CODA) (-2015)
2012 Auditor, Japan Social Game Association (JASGA) (-2015)
2016 LL.M. in Law, Science and Technology, Stanford Law School (-2016)
2016 Visiting Attorney, Kirkland & Ellis LLP (Chicago office) (-2017)
2017 Foreign Attorney, Mori Hamada & Matsumoto (Singapore) LLP (-2018)
2018  Deputy Director, Markets Division, Financial Services Agency (JFSA) (-2020)

▌Current Major Roles re Web3
2020- Legal Advisor, NFT Subcommittee, Japan Cryptoasset Business Association (JCBA)
2021- Advisor, Blockchain Collaborative Consortium (BCCC)
2022- Expert Member, Web3 Project Team, Liberal Democratic Party (LDP)
2022- Member, Study Group on Creator Economy in Web3.0 Era, METI
2022- Member, Study Group on Metaverse for Web3 Era, Ministry of Internal Affairs and Communications (MIC)

PARTNER

Masafumi MASUDA

2008-
Attorney at Law
in Japan

2017-
Attorney at Law
in New York State, U.S.A.

◼ Has advised extensively on legal issues in numerous IT and digital matters across 
various industries – in particular, gaming, blockchain, metaverse and web services 
– and is now leading such emerging practices at his firm as the Head of IT Practice 
Group.

◼ Has written extensively on blockchain and digital content issues, including “The 
NFT Textbook” (co-editor, Asahi Shimbun Publications, 2021), “Cryptoasset Law” 
(co-author, Chuo Keizai Sha, 2020) and “Copyright and Rules for Internet Business, 
2nd ed.” (co-author, CRIC, 2020).

Mail masafumi.masuda@mhm-global.com

CV 	 ·		Partner	Attorney,	Mori	Hamada	&	Matsumoto(Tokyo)(2008~)

	 ·	Deputy	Director,	Financial	Markets	Division	of	Financial	Services	Agency(2018~2020)

	 ·	Foreign	Attorney,	Mori	Hamada	&	Matsumoto(Singapore)(2017~2018)

	 ·	Visiting	Attorney,	Kirkland	&	Ellis(Chicago)(2016~2017)

Summary 	 	In	this	session,	I	briefly	introduce	the	metaverse	business	environment	in	Japan,	as	well	as	

its	policy	trends.	The	Japanese	government	has	raised	Web3	as	one	of	the	economic	growth	

strategies	in	2022,	and	the	detailed	policy	items	can	be	found	in	“NFT	Whitepaper”	published	

in	this	March	by	the	LDP(Liberal	Democratic	Party),	the	ruling	party	in	Japan.	The	paper	has	two	

metaverse-related	topics	among	24	proposals	regarding	Web3,	and	I	was	in	charge	of	both	

metaverse	parts	as	a	key	drafting	member	of	the	paper.	One	of	the	two	particularly	related	to	

IP	protection	against	design	reproductions	of	tangible	products	in	virtual	worlds.	In	particular,	

I	introduce	current	discussions	on	the	Trademark	Act,	Copyright	Act,	Design	Act,	and	Unfair	

Competition	Prevention	Act.

Masafumi MASUDA
Partner Attorney, Mori Hamada & Matsumoto

Direction of Response to Intellectual Property Issues in Metaverse

Policy	Trend	and	Current	Discussion	on	Metaverse	in	Japan		l		Masafumi	MASUDA

Direction of response to intellectual property issues in Metaverse
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5

Gradation of Metaverse Service

⚫XR (AR/MR/VR)

⚫Web3 (blockchain) / non-Web3

Alternative Reality Mixed Reality Virtual Reality

Low immersiveness High

Published 2 Korean Translation Books re NFT

3

M.Masuda (co-editor)
“The NFT Textbook”
JP(2021), KR(2022)

M.Masuda (supervising editor)
“NFT Business Picture Note”

JP(2022), KR(2022)

6

Reproduction of the “Real”
Shibuya 5G Entertainment Project “Virtual Shibuya”

https://vcity.au5g.jp/shibuya

Meta Platforms “Horizon Workrooms”
https://www.meta.com/jp/work/workrooms/

Reproducing a real city

Reproducing a real situation

Metaverse Business Environment in Japan

4

Quite a few BtoB services have been developed:
⚫ Service Platform
⚫ Development Platform/Tool
⚫ Hardware
⚫ Content/Service Provider
⚫ Metaverse Builder
⚫ Payment
⚫ Consulting
⚫ Business Development

Policy	Trend	and	Current	Discussion	on	Metaverse	in	Japan		l		Masafumi	MASUDA

Direction of response to intellectual property issues in Metaverse
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9

24 Proposals in NFT WP
◼ Establishment and advancement of a national strategy for the Web 3.0 era
◼ Measures necessary for NFT business development

(1) Organizing interpretations of the applicability of NFT business to gambling
(2) Applicability to crypto assets when many NFTs are issued with no apparent difference in appearance
(3) Clarification regarding crypto asset settlements on the NFT platforms
(4) Legal position of banks when conducting NFT-related business
(5) Arrangement of rights related to royalty collection
(6) Use of NFTs as a means to achieve interoperability of multiple metaverse services

◼ Measures necessary to protect the rights of content IP holders
(1) Response to cases of NFT conversion without the content IP holder's permission
(2) Design protection in digital space
(3) Clarification of rules regarding royalties during secondary distribution
(4) Promote understanding among content holders (e.g., create model terms for content licenses)

◼ Measures necessary for user protection
(1) Efforts to clarify transaction details
(2) Efforts to deter problems associated with unauthorized NFT cases
(3) Secure content data not stored on the blockchain

◼ Measures necessary to foster a healthy blockchain ecosystem that supports NFT business
(1) Tax reform suitable for the blockchain economy
(2) Easing of evaluation standards for token issuance
(3) Diversification of investment vehicles and schemes for blockchain related businesses
(4) Ensure opportunities for accounting audits of companies issuing crypto assets, etc.
(5) Revision of income taxation for users
(6) Arrangement of taxation of income tax and consumption tax in cross-border transactions
(7) Establishment of a system allowing decentralized autonomous organizations (DAOs) to be incorporated
(8) Develop and secure entrepreneurs and engineers skilled in blockchain technology

◼ Measures necessary to protect social and legal interests
(1) Consideration of identification, etc. to prevent money laundering
(2) Regulation of NFT transfers to countries/regions subject to economic sanctions7

Growing Homogeneity with the Real World

⚫Reproduction of things in the real world:
✓ would cause copyright/trademark infringement

✓ may also cause property rights for cultural properties/buildings

⚫ Usage of person’s face/appearance would cause：：
✓ would cause infringement of portrait rights and publicity rights
✓ would also cause infringement of right to honor

⚫ Interpersonal contact (even in a virtual world)

✓ Can we get as close to feeling as we can get to the real world?
➔ New type of perpetration will emerge

10

Metaverse-related Proposal (1) in NFT White Paper

◼ Vision of a future in which NFTs issued on a public chain serve as a means of 
achieving interoperability between services, allowing digital assets to be brought 
into and used in multiple metaverse (multi-metaverse) services.

◼ The challenges lie in how to standardize the mechanisms for managing blockchain 
structure, NFT format, and digital data that is not recorded on the blockchain.

◼ In order for Japanese businesses to secure a favorable business/competitive 
environment on the global market, the key point is how to engage in, and lead, the 
international discussion about establishing the de facto standards for each of the 
above mechanisms.

◼ Blockchain related businesses and XR (VR/MR/AR) related business should 
establish a forum for cross-industry information gathering and discussion.

AS-IS

TO-BE

8

“NFT White Paper” by Web3PT, LDP (April 2022)

English translation is available:
https://www.taira-m.jp/Japan%27s%20NFT%20Whitepaper_E_050122.pdf

Policy	Trend	and	Current	Discussion	on	Metaverse	in	Japan		l		Masafumi	MASUDA

Direction of response to intellectual property issues in Metaverse
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13

Metaverse-related Proposal (2) in NFT White Paper

◼ There are cases in which NFTs of digital data that imitate mass-produced products with a 
somewhat distinctive appearance are sold under the assumption that they will be used in the 
metaverse, but these mass-produced designs are often not protected by copyright

◼ On the other hand, design rights are the mechanism for protecting the original design of a 
product, and in principle protects the design of the "goods" Although the scope of 
protection was expanded to certain "images" (images for device operation and images 
showing the results of operation) by the 2019 amendments to the Design Act, the protection 
does not extend beyond that to imitations of designs in the digital space

◼ Firstly, there should be a discussion about measures that can be taken against 
counterfeiting, and the limitations of these measures, based on laws such as the 
Copyright Act and the Unfair Competition Prevention Act

◼ In the future the relevant agencies should examine the possibility of making certain 
provisions by amending the law, such as expanding the scope of protection under design 
rights

AS-IS

TO-BE

11

"Metaverse" and "NFT" are Often Discussed Together

Interoperable environment
under de-facto rules and specifications

Digital asset 
database for 
content data

(distributed storage 
e.g. IPFS?)

Distributed ledger 
used for NFT 
transactions

(public blockchain 
e.g. Ethereum)

Consumer wants to use digital 
assets that can be used in one 

service in other services

Who creates
the "rules and specifications"?

Masafumi Masuda, “Legal Issues in the Metaverse” The 11th Japan-China-Korea Design Forum (August 1, 2022)

14

Protection on Product Design as Digital Items

12

by Mr. Zuckerberg ＠＠ Facebook Connect 2021

⚫ “In order to unlock the potential of the metaverse, there needs to be interoperability.”

⚫ “This is going to require not just technical work, like some of the important projects that 
are going on around crypto and NFTs in the community now, it‘s also going to take 
ecosystem building, norm setting, and new forms of governance, and this is something 
that we’re really going to focus on.”

“Connect 2021: our vision for the metaverse” https://www.facebook.com/4/videos/1898414763675286/

“Metaverse is the next chapter
for the internet.”

37 founders in June 2022
➔➔ 1500+ members in August 2022

Policy	Trend	and	Current	Discussion	on	Metaverse	in	Japan		l		Masafumi	MASUDA
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Protection by Design Rights

Design Act
(Definitions)
Article 2 (1) The term "design" in this Act means the shape, patterns or colors, or any combination thereof of:
• an article (including a part of an article; the same applies hereinafter);
• the shape or equivalent features of a building (including a part of a building; the same applies hereinafter); or
• a graphic image (limited to one used in the operation of a device or displayed as a result of the device 

performing its function, and including a part of a graphic image,
which is aesthetically pleasing in its visual presentation.

⚫Design rights focus on design of mass-produced goods
⚫ Issues:
✓ protection on graphic image is limited
✓ harmonize with copyright protection is required

15

Protection by Trademark Rights

⚫Protection for three-dimensional shape
⚫ Issues:
✓ not easy to be registered as a trademark
✓ protected only where the mark is used as a trademark 

Trademark Act
(Definitions)
Article 2 (1) "Trademark" in this Act means, among those which can be perceived by people, any character, figure, 
sign or three-dimensional shape or color, or any combination thereof; sounds, or anything else specified by 
Cabinet Order (hereinafter referred to as a "mark") which is:

(i) used by a person in connection with a good which the person produces, certifies or assigns as its business; 
or）

(ii) used by a person in connection with the services which the person provides or certifies as its business 
(except those provided for in the preceding item).

18

Protection by Unfair Competition Prevention Act

⚫Prohibition on some “unfair competition” activities
⚫ Issues:
✓ meaning of “goods” and “imitate” is unclear
✓ not an imitation, but merely similar, is not protected

Unfair Competition Prevention Act
(Definitions)
Article 2 (1) The term "unfair competition" as used in this Act means any of the following:

(iii) the act of transferring, leasing, displaying for the purpose of transfer or lease, exporting or 
importing goods that imitate the form of another person's goods (excluding that which is 
indispensable to its functioning);

16

Protection by Copyrights: e.g. “Tripp Trapp” IP High Court Case
⚫ The manufacturer of “Tripp Trapp” infant chair lodged a copyright 

infringement claim against sellers of similar products.

⚫ Issue was how far copyright protection extends for industrial 
products for non-aesthetic purposes.

⚫ Dispute was over the interpretation of Copyright Act Article 2(2):
As used in this Act, an "artistic work" includes a work of artistic 
craftsmanship.

⚫ Decision by Intellectual Property High Court (April 14, 2015)

✓ Even if an applied art does not constitute a "work of artistic craftsmanship," if it meets 
the copyrightable requirements in Paragraph 1, Item 1 of the same Article it is 
protected under the same law as an "artistic work"

✓ It is difficult to find reasonable grounds why recognizing the copyright of an applied art 
should be extremely strict on the basis that it can be protected by the Design Act.

Policy	Trend	and	Current	Discussion	on	Metaverse	in	Japan		l		Masafumi	MASUDA
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19

Other Policy Trends on Metaverse

I am serving as a member of:

⚫ Liberal Democratic Party (LDP)
✓ Web3 Project Team

⚫ Intellectual Property Strategy Promotion Bureau, Cabinet Office
✓ Government-Private Sector Cooperation Committee on New Legal 

Issues Concerning Content in the Metaverse 

⚫ Ministry of Economy, Trade and Industry (METI)
✓ Study Group on Creator Economy in Web3.0 Era

⚫ Ministry of Internal Affairs and Communications (MIC)
✓ Study Group on Metaverse for Web3 Era

Direction of response to intellectual property issues in Metaverse

Session 2
Response to Intellectual Property Issues Related to 
Copyright in Metaverse

CV 	 ·	Graduated	from	Konkuk	University	Law	School

	 ·	Completed	Ph.D.	of	Yonsei	University	Graduate	School	of	Law	Department

	 ·	Senior	Researcher	of	Korea	Software	Copyright	Committee

	 ·	Head	of	Legal	Research	Team	of	Korea	Copyright	Commission

	 ·	Protection	Expert	of	Presidential	Council	on	Intellectual	Property

Summary 	 	Numerous	contents	and	works	are	created,	used,	and	distributed	in	the	metaverse.	In	this	

regard,	some	issues	are	derived	and	analyzed	in	terms	of	copyright.	In	terms	of	creation,	the	

issue	is	whom	the	content	created	by	the	users	belongs	to	in	the	metaverse.	In	terms	of	use,	

it	is	questionable	how	far	the	copyright	influences	the	buildings	in	the	real	world	implemented	

in	the	metaverse.	Furthermore,	how	copyright	restrictions	in	the	real	world	will	be	applied	in	the	

metaverse	can	be	another	issue.	In	terms	of	distribution,	it	is	important	how	far	the	metaverse	

platform	owner	is	responsible	for	the	copyright	infringement	of	users,	and	the	need	for	copyright	

handling,	including	a	comprehensive	use	contract	with	the	copyright	holder,	is	emerging.	In	this	

presentation,	we	are	going	to	examine	the	related	issues	focusing	on	how	the	existing	order	of	

copyright	law	can	be	applied	to	the	metaverse	environment.

Hyechang Kim
Director General, Korea Copyright Commission

Direction of Response to Intellectual Property Issues in Metaverse
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Research Activities on New Technology including Metaverse

of Ministry of Culture, Sports and Tourism and Korea Copyright Commission

Intellectual Property and Metaverse International Forum

Responding to Copyright-

Related Intellectual Property 

Issues in Metaverse

ⅠResearches on Copyright Issues of Metaverse

Response	to	Intellectual	Property	Issues	Related	to	Copyright	in	Metaverse		l		Hyechang	Kim
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Infinite Possibilities of Metaverse Development

Sourse: Elements of a Metaverse (Gartner, 2022)

- Transition from physical reality to digital reality

- Real-like social, economic and cultural activities take
place and the importance of the contents constituting
the Metaverse has increased.

• [User’s Activities] Consumption → Participation, Creation

• Maximize immersion through immersive technology

• Extend the real experience through Avatars

• Collaboration and communication beyond space and time

• Production and distribution of digital assets

• Full interworking between platforms with multiverse

-Direction of Metaverse Development 
(Ministry of Science and Technology, Metaverse New Industry Leading Strategy)

ⅡCopyright Issues on Metaverse

Copyright ownership
of UGC on Metaverse

Liability of
Metaverse platforms

Digital twin and 
Freedom of panorama

Public performance 
in Metaverse

Meta + Universe

Metaverse?

Sourse: Digital  Catapult

ASF classified Metaverse into four categories(2006):

① Augmented Reality 

② Life Logging

③ Mirror World

④ Virtual World

Recently, the boundaries have broken down and 
ddeevveellooppeedd  iinnttoo  nneeww  ffoorrmmss  ooff  mmuuttuuaall  ccoonnvveerrggeennccee..

Response	to	Intellectual	Property	Issues	Related	to	Copyright	in	Metaverse		l		Hyechang	Kim
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2. Review of the Issues

• When a Metaverse platform obtains a comprehensive license for user-generated content 

through the terms and conditions, it is necessary to limit it to the minimum extent 

necessary to provide the service.

• In the future, the metaverse is expected to develop into a converged metaverse with 

integrated metaverse functions. Clear standards for UGC production, transaction, and 

transfer should be established to revitalize the content industry.

• Policy research is needed to establish standard terms and conditions for UGC copyright
attribution and use in Metaverse.

1.  Issues and Status

• At metaverse, UGC is categorized into①complete user-created UGC②UGC utilizing elements provided by the Metaverse platform.

- In the case of①, if the copyrightability is recognized, then the user will become the author,

but in the case of②, there may be a problem with the creation of derivative work for individual elements of the original work.

• Although UGC copyright belongs to the users, the metaverse platform is comprehensively licensed for content use and the
majority of metaverse platforms only allow usage of UGC outside of the platform for non-commercial use.

• Metaverse platforms specify whether UGC copyright is attributed through the terms of use and encourage users to create their own.

Not possible

Game play videos can be posted on YouTube to generate profits
Products such as goods need to be discussed in advance

Possible for non-commercial purposes
Separate consultation is required for commercial purposes

Possible for non-commercial purposes

Game play videos can be posted on YouTube to generate profits

1. Issues and Status

• Digital twin: technology that makes twins of things in real life on a computer and predicts results in advance
and uses them for decision making by simulating situations that may occur in real life on a computer

• When architectural works are implemented on the Metaverse, copyright infringement problems can occur.

- Whether to allow reproduction of artistic works under Article 35 (2) of the Copyright Act

- Incidental reproduction pursuant to Article 35-3 of the Copyright Act

AArrttiiccllee 3355((EExxhhiibbiittiioonn oorr RReepprroodduuccttiioonn ooff WWoorrkkss ooff AArrtt)) ①The holder of the original work of a work of art, etc., or a person who has obtained the
holder’s consent, may exhibit the work in its original form: Provided, That where the work of art is to be permanently exhibited on the street, in the
park, on the exterior of a building, or other places open to the public, the same shall not apply
②Works of art, etc. exhibited at all times at an open place as referred to in the proviso to paragraph①may be reproduced and used by any means:
Provided, That in any of the following cases, the same shall not apply
1. Where a building is reproduced into another building;
2. Where a sculpture or painting is reproduced into another sculpture or painting;
3. Where the reproduction is made in order to exhibit permanently at an open place under the proviso to paragraph (1);
4. Where the reproduction is made for the purpose of selling its copies

AArrttiiccllee  3355--33  ((IInncciiddeennttaall  RReepprroodduuccttiioonn)) In the case of photography, voice-recording, or video-recording (hereafter in this Article referred to as 
“photography, etc.”), if a work seen or heard is incidentally included in the main object of photography, it may be reproduced, distributed, performed, 
exhibited, or transmitted to the public: Provided, That this shall not apply where the interests of the holder of author's economic right are unfairly 
undermined in light of the type and purpose of the work used, the purpose, nature, etc. of its use.

10

Dispute Cases on Metaverse Design 
(3/4)

➢ In 2017, AM General, the manufacturer of the multipurpose military vehicle 

'Humvee’ sued the game company Blizzard for trademark infringement, citing 

that Blizzard copied the trademark and external design of Humvee in its 

video game ‘Call of Duty.’ – Artistic relevance, competitive relationship X, 

strength of plaintiff’s mark, degree of similarity, proximity, evidence of actual 

confusion: Infringement X

➢ In the case where Hermès Birkin bags were made into and sold as digital 

image NFTs called ‘MetaBirkins,’ the defendant’s intention was not simply 

artistic expression but to use the popularity and credibility of the Birkin mark, 

and consumer misunderstanding· confusion, strength of the Birkin mark, and 

evidence of actual confusion was accounted for: Infringement O

Response	to	Intellectual	Property	Issues	Related	to	Copyright	in	Metaverse		l		Hyechang	Kim
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2. Review of Issues

((22)) LLiivvee bbrrooaaddccaassttiinngg ooff aa PPeerrffoorrmmaannccee

• When a platform broadcasts offline performance in real-time for user avatars in a virtual space ;

 Since this is a real-time transmission of audiovisual works through the Internet,
the act of using it corresponds to broadcasting.

Broadcasting the launch of Nuri (October 2021) (Source: E-Daily supporting success 
on Nuri…SKT broadcast on metaverse, KT supports communication)

1. Issues and Status

2. Review of Issues

• If the digitally implemented architectural work is viewed as a rreepplliiccaa ooff tthhee oorriiggiinnaall wwoorrkk,,
there is room for ffrreeeeddoomm ooff ppaannoorraammaa, bbuutt iitt’’ss ddiiffffiiccuulltt ttoo aappppllyy iitt wwhheenn vviieewweedd aass sseeccoonnddaarryy wwoorrkk..

• Considering the purpose of the digital twin and the development of the metaverse platform industry,
it is necessary to aaccttiivveellyy aappppllyy tthhee ffaaiirr uussee pprroovviissiioonnss rreefflleeccttiinngg tthhee ssppeecciiffiicc aanndd iinnddiivviidduuaall ssiittuuaattiioonnss..

- Whether fair use is applicable as a general exception under Article 35-5
of the Copyright Act
AArrttiiccllee 3355--55((FFaaiirr UUssee ooff WWoorrkkss)) ① Except as provided in Articles 23 through 35-4 and 101-3

through 101-5, where a person does not unreasonably undermine an author's legitimate
interest without conflicting with the normal exploitation of works, he or she is entitled to use
such works

② In determining whether an act of using works falls under paragraph (1), the following matters
shall be considered
1. Purposes and characteristics of use;
2. Types and purposes of works;
3. Amount and substantiality of portion used in relation to the whole works;
4. Effect of the use of works on the existing or potential market for the works or current or 

potential value thereof. 

Metaverse Gyeongbokgung (Sourse: Awesomepia)

2. Review of Issues

((33)) CCooppyyrriigghhtt RRooyyaallttyy ffoorr OOnnlliinnee PPeerrffoorrmmaanncceess

• Public performance that happens through Metaverse platforms
- Discussions have been raised on the copyright royalty for online concerts that have attracted attention

due to the pandemic environment with COVID-19.

 Judgement on the application of Copyright Act, comparison of profit structure with offline concerts, and
review considering the characteristics of online concerts are necessary.

Metaverse concert of BTS (Source: Opinion News, [Metaverse Era] ② New 
game to game industry, ‘Entertainment and Metaverse combines’

Metaverse concert of Travis Scott (Source: Fortnite)

1. Issues and Status

• We can watch performances using copyrightable works on Metaverse.

2. Review of Issues

• It is necessary to examine the ambiguity of the application of the current law and review applicability of the current law
through legal interpretation.

• Under the current law, whether performance on Metaverse falls under any act of use, such as public performance,
broadcasting, making available to the public or digital sound transmission, can have an important influence on the
copyright royalty.

((11)) PPllaayy ooff VViiddeeoo RReeccoorrddiinnggss

• In the case of playing video recordings through the screen of the concert hall in virtual world
such as theater or arena where avatars can enter and watch ;

 Since the person who enjoys the work is the Metaverse user,
and if the user watches it simultaneously, it is ‘broadcasting’,
and if the user watches it interactively, it is ‘making available to the public’.

Response	to	Intellectual	Property	Issues	Related	to	Copyright	in	Metaverse		l		Hyechang	Kim
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1. Issues and Status

• RReeqquuiirreemmeenntt  ffoorr  eexxeemmppttiioonn  ffrroomm  OOSSPP  ffoorr  hhoossttiinngg  sseerrvviicceess  ((AArrttiicclleess  110022  aanndd  110033))

- Do not initiate transmission of works, etc.

- Do not select a work or its recipient

- Adopt and reasonably implement an account termination policy for repeat infringers

- If the right holder uses standard technical measures,

it shall be accepted and not interfered with

- DDoo nnoott rreecceeiivvee aa ffiinnaanncciiaall bbeenneeffiitt ddiirreeccttllyy aattttrriibbuuttaabbllee ttoo tthhee iinnffrriinnggiinngg aacctt
wwhheerree iitt hhaass tthhee rriigghhtt aanndd aabbiilliittyy ttoo ccoonnttrrooll tthhee iinnffrriinnggeemmeenntt aacctt

- EExxppeeddiittiioouussllyy rreemmoovvee oorr ddiissaabbllee aacccceessss ttoo tthhee mmaatteerriiaall oonn oobbttaaiinniinngg aaccttuuaall
kknnoowwlleeddggee ooff tthhee iinnffrriinnggeemmeenntt

- A person to receive the request for interruption of reproduction

and transmission has been designated and notified

OOSSPP

UUsseerrCCooppyyrriigghhtt  hhoollddeerr

1. Issues and Status

• Choreography is the composition and arrangement of a related series of dance movements and patterns
organized into a coherent whole. The copyright law exemplifies ‘choreography’ as a theatrical work.

2. Review of Issues

• If the choreography is creative, it is protected by copyright.

• Basic steps are difficult to be protected by copyright.
It is ambiguous to what extent the composition of the steps can be regarded
as a choreography protected by copyright.

• Existing discussions on what length and composition of choreography can
be protected by copyright need to be extended to the use of choreography
implemented on the Metaverse.

• Need of proper awareness on choreography copyright of the holders

• The use of K-Pop dances on the Metaverse is increasing.
Choreographers are trying to establish a organization to claim copyright.

2. Review of Issues

• Since the metaverse platform provides a service that allows users to copy and share works, 

it is applicable to OSP Liability Limitation provisions under the Copyright Act.

• It is confirmed that most Metaverse platforms currently address and has methods to notify copyright 

infringement in accordance with the OSP Liability Limitation Provisions in their Terms of Use.

• In fact, there are cases in which contents or items within the service are blocked, 

and recently the controversy has expanded to the provision of infringer information.

• In terms of copyright protection, it is necessary for service providers to suggest a effective way of 

specifying the alleged infringement. 

1. Issues and Status

• Metaverse platform consists of various digital contents and works.

• If the service allows users to upload and download works within the service, it is OSP under the Copyright Act .

- Exemption from the user’s liability when the requirements prescribed by the Copyright Act is complied with.

• If the metaverse platform takes the initiative in providing infringing copies,

it bears direct liability for copyright infringement.

- IInn tthhee ccaassee ooff pprroovviiddiinngg sseerrvviicceess ttoo rreepprroodduuccee aanndd ttrraannssmmiitt wwoorrkk,, iitt mmaayy bbee hheelldd lliiaabbllee ffoorr aaiiddiinngg uusseerrss'' ccooppyyrriigghhtt iinnffrriinnggeemmeenntt..

• OOnnlliinnee sseerrvviiccee pprroovviiddeerr: a person who provides services, or provides or operates facilities for users to access
information and communication networks or to reproduce and transmit works through information and
communications network (Article 2 and Article 102)

- The act of storing works on the computer of an online service provided at the request of the reproduction
and or transmitter (Hosting Service)

Response	to	Intellectual	Property	Issues	Related	to	Copyright	in	Metaverse		l		Hyechang	Kim
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Thank you
hhyyeecchhaanngg@@ccooppyyrriigghhtt..oorr..kkrr

ⅢConsideration Regarding Policy

1. Revision of the Copyright Act

• The need for urgent legislation appears to be low since the copyright law reflects many aspects in relation to the digital world.

• It’s necessary to confirm the applicability of the existing provision and provide a flexible interpretation direction.

2. Seeking a New Balance

• Practical approaches are needed to facilitate the creation, protection, and use of works on Metaverse

• Evaluation of the appropriateness of the terms of use presented by 

individual platforms

• Help to set appropriate copyright royalty for the new type of use of works 

through the platform

• The role of the platform in cooperating in copyright protection and provision 

of works for users

Response	to	Intellectual	Property	Issues	Related	to	Copyright	in	Metaverse		l		Hyechang	Kim
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Session 2
Response to Intellectual Property Issues Related to Industrial 
Property Rights in Metaverse : Focusing on Design and Trademark

Changhwa Kim

2

Introduction – Digital Economy

➢ Metaverse –A world (platform) comprised of spaces where virtual and 

reality is converged, in which people and things interact and create 

economic, social, cultural values

➢ In the metaverse, completely new objects of intellectual property are 

appearing, including digital design and products, and a new form of 

trading market is being established.

➢ New types of intellectual property and trading limit the application of 

the current intellectual property laws (especially the Design Protection 

Act and Trademark Act). 

CV 	 ·	Bachelor	of	Semiconductor	Engineering	at	Inha	University

	 ·	Master	of	Intellectual	Property	Law,	University	of	Wisconsin,	USA

	 ·	Ph.D.	of	Intellectual	Property	Law,	University	of	Wisconisn,	USA

	 ·	Auditor	of	the	Korean	Association	of	Sports	and	Entertainment	Law

	 ·	Finance	Director	of	Korea	Intellectual	Property	Society

	 ·	Education	Director	of	the	Korean	Association	for	Industrial	Security(KAIS)

	 ·	Research	Director	of	Intellectual	Property	Business	Association

	 ·	Appraisal	Expert	of	Korea	Copyright	Commission

	 ·	A	member	of	the	Appeal	Committee	of	Daejeon	Supreme	Prosecutors’	Office

	 ·	Director	of	Music	Industry	Development	Special	Committee

Summary 	 	Recently,	the	metaverse	environment	is	creating	digital	designs	and	products	as	new	objects	of	

intellectual	property,	which	is	forming	a	new	type	of	trading	market.	These	new	types	of	intellectual	

property	and	transaction	forms	have	limitations	in	their	application	within	the	current	intellectual	

property	law	system,	and	a	response	is	required.	Therefore,	by	examining	the	limitations	of	the	

current	legal	system	for	digital	design	and	digital	products,	and	by	referring	to	overseas	systems,	

we	will	seek	appropriate	protection	measures	in	the	metaverse	era.

Changhwa Kim
Professor, Hanbat National University

Direction of Response to Intellectual Property Issues in Metaverse
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5

Limitations of Design Protection 
Act (3/5)

➢ Article as implied-in-law - Part of an article, fonts, image design

➢ Image: A figure, symbol, etc. expressed by digital technology or 

electronic means [limited to those that are used for the operation of 

devices or that exhibit a function, and including parts of an image]

➢ Independent image design, operability, or functionality is required on an 

article.

3

Limitations of Design Protection 
Act (1/5)

➢ Within the broad definition of design, the Design Protection Act 

selectively focuses on product design as the main object of protection 

and requires an article as an element for establishing a design.

➢ Thus, a design needs to be specified on an article in order to be 

protected by the Design Protection Act.

➢ As designs without article started to appear, the issue of article 

requirement needed to be resolved to protect such designs.

6

Limitations of Design Protection 
Act (4/5)

➢ Many designs in metaverse do not fall under the category of screen 

design or image design, which reveals the limitation of protection 

provided by the Design Protection Act.

➢ Design in metaverse – Digital product (item)

➢ Design in metaverse – Digital human · animal

4

Limitations of Design Protection 
Act (2/5)

➢ Protecting design without article through examination criteria – Screen 

design that can be displayed on part of an article

➢ Graphic User Interface (GUI), icon, graphic image, dynamic image, etc.

➢ When the part of article that displays the design cannot be specified or 

when it is realized through projection of light, it is considered as lacking 

article.

Direction of response to intellectual property issues in Metaverse
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9

Dispute Cases on Metaverse Design
(2/4)

➢ Seoul Merchandising Co. is the master licensing agent of Finland’s 

representing character ‘Moomin’ in Korea, and recently on the 

metaverse platform, Zepeto, the company discovered 'Moomin Shop,’ a 

digital item store being operated without any approval from the original 

author. 

➢ SPUM, a tool that can randomly create characters, has been released, 

and the purchaser of this program can use characters without holding 

any resale rights. However, this person produced and promoted 

contents as if he designed the characters himself. This is an act of 

purchasing software without the permission of the original author and 

then reselling it after inserting it into another software. 
7

Limitations of Design Protection 
Act (5/5)

➢ Design in metaverse – Digital world

➢ Design in metaverse – Hologram

10

Dispute Cases on Metaverse Design 
(3/4)

➢ In 2017, AM General, the manufacturer of the multipurpose military vehicle 

'Humvee’ sued the game company Blizzard for trademark infringement, citing 

that Blizzard copied the trademark and external design of Humvee in its 

video game ‘Call of Duty.’ – Artistic relevance, competitive relationship X, 

strength of plaintiff’s mark, degree of similarity, proximity, evidence of actual 

confusion: Infringement X

➢ In the case where Hermès Birkin bags were made into and sold as digital 

image NFTs called ‘MetaBirkins,’ the defendant’s intention was not simply 

artistic expression but to use the popularity and credibility of the Birkin mark, 

and consumer misunderstanding· confusion, strength of the Birkin mark, and 

evidence of actual confusion was accounted for: Infringement O

8

Dispute Cases on Metaverse Design
(1/4)

➢ P.S. Products v. Activision Blizzard: The plaintiff is a manufacturer of stun guns 

and other security devices and holds the design patent for the stun gun “Zap 

Blast Knuckle.”

• The defendant is a video game producer known for games such as Call of Duty, 

Black Ops Ⅱ, etc. and was accused of using Galvaknuckles in its video games, 

in other words, illegal images that embody the design claimed in the plaintiff’s 

patents.

• The key point of the dispute was whether a design patent could be infringed 

when the article is different, and the result was that external similarity alone 

cannot be deemed design patent infringement.

Direction of response to intellectual property issues in Metaverse
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Overseas Protection Status (1/4)

➢ United States

• Principle: A novel, creative, ornamental design on an article of 

manufacture. Design patent is applied not on the design itself but on 

the design embodied on an article of manufacture.

• Opinions regarding application of section 171 on PHVAR design

Opinions for application Opinions against application

- Flexible application of USPTO
interpretation and guide

- PHVAR can be handled in same 
way as fonts or GUI

- Exclude consideration of the 
transient nature (water fountain) 
of PHVAR

- In favor of protecting PHVAR due 
to technological development

- PHVAR protection trends in other 
countries

- Violation of section 171 principle, 
impossible to broaden 
interpretation

- Not eligible due to technological 
characteristics (transient, 
transmitted signal)

- Not protected in many countries
- PHVAR protection oppresses 

innovation and creativity
- PHVAR can be protected by 

copyright or trademark11

Dispute Cases on Metaverse Design 
(4/4)

➢ A golf course video is work protected by the Copyright Act, and a comprehensive 

image of the golf course can be acknowledged as an outcome under the Unfair 

Competition Prevention And Trade Secret Protection Act.

➢ In a case claiming that a game character’s dance movement replicated 

characteristic movements from a specific person’s dance, the court ruled it as 

non-infringement as the dance movement in the game does not utilize the 

character's personality or appearance and the purpose of use is different, which 

can thus be seen as transformative use.   

➢ In a case claiming the copyright of tattoos of famous basketball players used in a 

video game, the ruling denied infringement based on the de minimis theory and 

doctrine of fair use.

14

Overseas Protection Status (2/4)

➢ EU

• Community Design Regulation (CDR) Article 3: ‘Design’ means the appearance 

of the whole or a part of a product resulting from the features of, in particular, 

the lines, contours, colours, shape, texture and/or materials of the product itself 

and/or its ornamentation.

• This includes any industrial or handicraft item, including, inter alia, parts 

intended to be assembled into a complex product, packaging, get-up, graphic 

symbols and typo graphic typefaces, but excludes computer programs.

• By using the term product instead of article, it covers not only tangible but 

intangible objects

• The definition of product is interpreted very broadly and in practice, there are 

few cases in which design registrations are rejected or invalidated due to failure 

to meet design or product requirements. 
12

Opinions from Relevant Sectors

➢ Opinion surveys were conducted on digital design related practitioners, lawyers, 

patent attorneys, designers, companies, research institutes, etc.

➢ 81% of respondents said they use digital design, and 71% said they felt 

uncomfortable not being protected by the current law.

➢ Regarding desirable system for design protection, 74% responded that it should be 

covered by ‘both design right and copyright.’

➢ When objects of digital design protection are extended, 97% of respondents said 

this will impact the industry, and 94% responded that it will impact creative 

activities.

➢ 100% of respondents said it is necessary to deem the act of using or imitating a 

real product design without permission in digital environment as infringement, and 

97% responded that it shall be acknowledged the same way vice versa.

Direction of response to intellectual property issues in Metaverse
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Digital Design Protection Direction 
(1/2)

➢ Article Requirement Issue

• The Design Protection Act does not provide a definition for article, but the Korean 

Supreme Court precedent defines it as "an independent, concrete tangible movable."

• Digital designs do not meet such article requirements, which leads to limitations in 

protection.

• Moreover, the article requirement itself has several issues:

- Independence (tradeability) should be broadly interpreted to a scope that recognizes the 

need to protect partial designs and realizes property value. 

- Concreteness can often be recognized even if the article itself does not have concreteness 

(water fountain, shape of light), and concreteness is a matter of form

- The meaning of tangibility has weakened due to the appearance of fonts and screen 

design, etc., and design is in fact the perception of design seen from the outside.

- There is no reason to limit movability and other countries in the world are protecting this. 

15

Overseas Protection Status (3/4)

➢ Japan

• “Design” refers to (1) article (2) building (3) image (limited to those 

used for the purpose of operating a device or displayed as a result of 

the device exhibiting its functions, including parts of an image) that 

creates an aesthetic impression through the eye. 

• Image design (operation image, display image), design that includes 

image on part of an article, etc. (○○ function added electronic 

calculator)

• Images in contents are not protected.

• It is acknowledged that the range of protection provided by the current 

design act is insufficient for image design, etc. in virtual reality. 

18

Digital Design Protection Direction 
(2/2)

➢ Protection Direction

• The article requirement for a design is not suitable for protecting modern design.

• Thus, the article requirement needs to be improved.

• Nonetheless, the article requirement has played many roles in the Design Protection 

Act for a long time and therefore the pace of change needs to be adjusted.

• Ultimately the article requirement must be deleted completely to resolve the current 

issue while preparing for new types of design that may appear in the future

• As an intermediate method, the concept of article requirement can be newly defined 

or expanded to a broader meaning.

• An immediately applicable and practical way that can prevent conflicts between the 

Design Protection Act and other laws would be to maintain the article requirement 

while capturing designs that are in desperate need of protection.

16

Overseas Protection Status (4/4)

➢ Singapore

• Registered Designs Act (RDA) Article 2 (1): “Design” means features of 

shape, configuration, colours, pattern or ornament applied to any article 

or non-physical product that give that article or non-physical product its 

appearance 

• “Non-physical product” does not have a physical form, is produced by 

the projection of a design on a surface or into a medium (including air) 

and has an intrinsic utilitarian function that is not merely to portray the 

appearance of the thing or to convey information. 

• A virtual instrument (piano) is a non-physical product, but a virtual 

character is not considered a non-physical product.

Direction of response to intellectual property issues in Metaverse
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Coordination with Copyright Act

➢ Necessity of Design Protection Act for Digital Design

• Strong industrial characteristic and practical purpose, protection of overall digital 

image (separability of the Copyright Act), strong protection from registration, short 

protection period, dynamic image design policy, relevant design policy

➢ Recognition of Protection Overlap

• Rather than avoiding conflict of laws for the same protection object, the protection 

overlap shall be permitted so that the design right holder can make a choice, and the 

laws shall be run fit to each of its purpose. 

• Application of conflicting regulations and introduction of grounds for invalidation

• Design Protection Act Article 95 (3) – Priority principle

• There are opinions to apply this as ground to invalidate design registration, but it is 

not reasonable to invalidate registration because of other laws, and it seems more 

reasonable to resolve this as an issue of conflict. 19

Digital Design Protection Method

➢ Method 1: Delete or revise the requirement that restricts image in 

regards with image design

• Delete "limited to those that are used for the operation of devices or that 

exhibit a function” from definition of image in the current law.

➢ Method 2: Introduce definition of article for digital design

• Include digital design (digital article that is traded online) in image design

➢ Method 3: Introduce definition of article in European way

• Change article to product and include graphic symbol or get-up in product, 

similar to the European method.

➢ Method 4: Set design concept as an object of protection

• Delete the article requirement completely and maximize protection scope to 

design concept

22

Trademark Act Issues

➢ The ‘use’ of trademark itself can be unclear and the types of use and infringement 

are diversifying in the digital economy.

• The use of trademark in the metaverse can be difficult to include in the existing 

concept of trademark use and there is a strong need to take a different approach.

• Redefining the concept of infringement is demanded so that new types of 

infringement practices, including online transmission of digital product and illegal 

use of trademark value in virtual reality, etc. can be included in the scope of 

trademark protection.

• The trademark infringement and remedy system does not distinguish between 

identical and similar infringements, and both are subject to criminal punishment. 

There is no provision on indirect infringement, but instead it is regarded as an act 

deemed infringement.

20

Digital Design Protection Scope

➢ Digital Design Practice Type

• Cases where offline design is converted online and traded, or cases where a 

design created and distributed online is manufactured into an offline article 

and traded online or offline

• When the same design is practiced both online and offline, the question is 

whether one design right holder can hold the other design liable for 

infringement.

• As long as the article requirement exists, it seems desirable to have separate 

registrations and separate rights issued for offline and online designs.

• However, in the application stage prior to registration, designs that are 

identical online and offline shall not be registered due to the issue of creativity.

Direction of response to intellectual property issues in Metaverse
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Comparative Legal Analysis of Major 
Countries (3/4)

➢ Japan

• Japanese Trademark Act Article 2 (3): Affixing a mark, transferring and 

delivering goods with affixed marks, providing services through use of a 

screen by electronic or magnetic means by displaying a mark on the 

image viewer, sound marks, etc.

• For acts deemed to constitute infringement, a lower-level punishment 

according to Article 78-2 is applied, instead of the criminal punishment 

under Article 78.

• In the area of copyrights, ISPs were held liable for indirect infringement 

according to the Karaoke principle, but in the long run, legal obligations 

of ISP operators shall be clearly stated by legislation.

23

Comparative Legal Analysis of Major 
Countries (1/4)

➢ United States

• The judgment criteria for trademark infringement is whether the ‘trademark’s use 

in commerce’ can cause consumer confusion regarding the source or sponsorship 

of the goods.

• It means to ensure faithful use of marks in a normal sales process and is not 

implemented to simply hold the rights of marks. 

• Even if the trademark is not physically attached to the product, it is recognized as 

meeting the attachment requirement if a link is formed between the product and 

trademark to the consumer in any way – Unlike in Korea, the trademark usage 

requirement is not considered of high importance.

• Trademark infringement is divided into general infringement and counterfeiting, 

and criminal punishment is only acknowledged for counterfeiting.

• OSP liability and indemnification provided under DMCA

26

Comparative Legal Analysis of 
Major Countries (4/4)

➢ China

• Trademark is used on goods, package of goods, containers and transaction 

document of goods, and ads and promotions, etc.

• Article 6 of the ‘Standard for Determination of Trademark Infringement’ includes 

"use on advertisements, exhibitions and other commercial activities," "use on 

websites, messengers, SNS, and apps" and "use in information media such as QR 

codes."

• Article 67 stipulates criminal penalties for infringement, but the prosecution 

standards of the judicial authorities are very high, so it is very rare for an infringer 

to receive criminal punishment.

• Article 57 (6) of the Trademark Law stipulates that ‘providing, intentionally, 

convenience for such acts that infringe upon others’ exclusive right of trademark 

use, to facilitate others to commit infringement on the exclusive right of trademark 

use’ is indirect infringement. 24

Comparative Legal Analysis of 
Major Countries (2/4)

➢ Europe

• Prohibited acts: Affixing the trademark to goods, possession, import·export, 

using as trade or company name, using on business papers or ads, using in 

comparative advertising in a manner that is contrary to the Directive.

• Type of infringement: Using an identical trademark on identical goods, 

causing likeliness of confusion by using an identical or similar trademark on 

identical or similar goods, using well-known trademarks (including use on 

non-similar goods) 

• An effective countermeasure to intellectual property rights infringement was 

thought to be strong criminal punishment, but this was not enacted.

• There is no explicit regulation on indirect infringement, which is entrusted to 

each country.

Direction of response to intellectual property issues in Metaverse
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Use of Trademark (3/3)

➢ Flexible approach needed for use concept of trademark suitable for the digital 

environment

• Regarding trademark display, if ‘display’ is interpreted as not only being 

physically embodied on goods but also being closely connected to goods, 

then such interpretation will enable responses on use of trademark in virtual 

space. 

• As it is difficult to adequately respond to the digital transformation era and 

trading activities in the rapidly changing industrial society only with the use of 

trademark concept provided under Article 2 of the Trademark Act, an 

amendment to add a more inclusive use concept ‘act of using marks in 

transaction of goods to display the source’ shall be reviewed.  

• Amendment (proposal): (d) Displaying trademark to reveal the source in a 

transaction of goods other than those under item (a) to (c)
27

Use of Trademark (1/3)

➢ The current Trademark Act fails to clearly capture online transmission of 

digital products or provision through streaming methods. 

• Provision through telecommunications line (amendment)

• (b) Exhibiting, exporting, or importing for the purpose of provision 

through a telecommunications line

• Unauthorized online transmission by a third party of a trademark 

marked on a product or packaging of a product that falls under the 

scope of trademark rights is considered use of trademark and can be 

prohibited through trademark rights.

30

Trademark Infringement (1/2)

➢ Clarification on different types of exclusive right infringement

• Under the Trademark Act, infringement by similarity is not stipulated as a 

direct trademark infringement, but as an act deemed infringement. 

• The established precedent of the Supreme Court is that the judgment criteria 

for whether a similarity is an infringement is whether it causes ‘confusion 

about the origin of the goods.’

• Infringement by similarity has the nature of a direct infringement, along with 

identical infringement, and the deemed infringement is only added in a 

confirmatory sense. 

• Article 108 sub-paragraph 1 is different in nature with sub-paragraphs 2, 3, 4, 

and identical infringement and infringement by similarity shall both be clearly 

stipulated as direct infringements.
28

Use of Trademark (2/3)

• (c) Displaying a trademark on advertisements for goods, price tags, 

transaction documents, or other means, and exhibiting or giving wide 

publicity to the trademark or displaying a trademark on information that 

includes details on advertisements for goods, price tags, transaction 

documents, or other means and providing it through a telecommunications 

line 

• Through the amendment of item (c), advertising a real product by 

displaying an advertisement of a real-world product or service in a virtual 

world can be considered as provision through an electronic method – an 

advertisement within a metaverse platform store will fall under this item and 

a trademark registration application can be made with the real product as a 

designated product.

Direction of response to intellectual property issues in Metaverse

Response	to	Intellectual	Property	Issues	Related	to	Industrial	Property	Rights	in	Metaverse	:	Focusing	on	Design	and	Trademark		l		Changhwa	Kim



119118

33

Acts Deemed Infringement (2/5)

➢ Amendment of Article 108 (1) 2 of the Trademark Act

• Since the object of delivery or sale is not the trademark itself but the goods 

marked with the trademark, the term ‘trademark’ shall be amended to ‘goods 

marked with a trademark.’

• For alignment with Article 2 of the Trademark Act, the term ‘manufacturing’ shall 

be changed to ‘manufacture,’ and ‘deliver, sell’ to ‘transfer, delivery.’ 

• The term ‘possess’ has a strong sense of personal carrying, thus the act of 

‘storing’ shall be added to include storage of goods marked with the trademark.

1. Manufacturing, transferring, delivering, importing, or possessing (including act 

of storing) a label, tag, or other goods marked with the trademark identical or 

similar to a registered trademark of another person for the purpose of using or 

causing a third party to use such trademark on goods identical or similar to the 

designated goods31

Trademark Infringement (2/2)

• Article 000 (Act of Infringement, etc.) ① The following shall be deemed infringement 

of trademark rights (excluding the right to collective mark with geographical 

indication) or an exclusive license:

- (Proposal) ① Any person without legitimate authority shall not carry out any of the 

following actions that cause infringement of trademark right (excluding the right to 

collective mark with geographical indication) or exclusive license:

1. Using a trademark identical to a registered trademark of another person on goods 

identical to the designated goods

2. Using a trademark identical to a registered trademark of another person on goods 

similar to the designated goods, or using a trademark similar to the registered 

trademark of another person on goods identical or similar to the designated goods, 

which can cause confusion with other goods to consumers;

34

Acts Deemed Infringement (3/5)

➢ Amendment of Article 108 (1) 3 of the Trademark Act

• As done in the previous page, the term ‘trademark’ shall be amended to ‘goods 

marked with a trademark.’

• If it is revised to goods used in order to manufacture goods marked with a 

trademark, an overprotection problem may occur, so the concept of exclusive 

goods is used. 

• In the case of exclusive goods, it is difficult to take into account when it is 

possessed by an individual, so ‘as a business’ shall be added as a requirement.

2. Manufacturing, transferring, or delivering as a business, goods that are only 

used to manufacture a label, tag, or other goods marked with the trademark

identical or similar to a registered trademark of another person

32

Acts Deemed Infringement (1/5)

➢ Strengthening the effect of trademark rights on preliminary acts

• Different approaches need to be taken for Article 108 (1) 1 of the Trademark Act to 

prevent confusion on source, and sub-paragraph 2 and 4, as they are dealing with 

preliminary acts.

• In light of the movement to strengthen criminal punishment for counterfeit 

trademarks, it is necessary to actively consider measures to strengthen trademark 

protection through the amendment of Article 108.

• Currently, the system seeks to prevent direct trademark infringement simply by 

controlling import and use of labels or product packaging (CPTPP 18.77) 

• By amending the acts deemed infringement under Article 108, import actions shall 

be added explicitly and clearly stipulated that it is subject to criminal punishment.

• However, the degree of the punishment needs to be differentiated from direct 

infringement actions.
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Criminal Remedies for Infringement

➢ Crime of infringement is applied to acts deemed infringement

• Taking reference of the Japanese Trademark Act (Article 78-2), where act that is 

deemed to constitute infringement of a trademark is recognized but is given lower 

imprisonment sentence than direct infringement. 

• Crime of direct infringement (including infringement by similarity) shall be punished by 

imprisonment with labor for not more than seven years or by a fine not exceeding 100 

million won. 

• Acts deemed to constitute infringement (limited to preliminary acts) shall be punished 

by imprisonment with labor for not more than five years or by a fine not exceeding 50 

million won.

➢ Confiscation regulation

• A trademark, mark, or goods provided to infringe trademark rights or generated from 

such infringement, and manufacturing tools or materials provided to be mainly used 

for manufacturing such infringed goods shall be confiscated.35

Acts Deemed Infringement (4/5)

➢ Amendment of Article 108 (1) 4 of the Trademark Act

• As export is included in Article 2 (1) 11 (b) of the Trademark Act, it 

seems reasonable to include cases of possession for the purpose of 

‘export’ under Article 108 (1) 4 of the same Act. 

3. Possessing (including act of storing) goods identical or similar to the 

designated goods bearing a registered trademark of another person or 

any other similar trademark for the purpose of transferring, delivering or 

exporting such goods.

➢ If the definition of use is separately stipulated for services, then it is also 

necessary to consider legal amendments in relevant responses 

stipulated under infringement regulations.

38

Thank You!
(Q&A)

36

Acts Deemed Infringement (5/5)

➢ Another proposal is to deem the act of changing the registered trademark of the 

trademark holder without his/her consent and distributing goods marked with the 

changed trademark as acts of infringement.

4. Act of changing another person's registered trademark without legitimate authority, and 

transferring or delivering goods marked with the changed trademark

➢ Introducing regulations prohibiting certain actions in cases where it is not a typical 

trademark infringement and is not a preliminary action, but damages the function of 

the trademark

• If an individual imports imitation goods for personal use, it is difficult to hold 

accountable for infringement because it lacks the ‘as a business’ requirement.

• Prohibition of counterfeit goods import by individuals - No one shall engage in any of 

the following acts without knowing or negligently knowing that trademark 

infringement is caused or concealed without legitimate authority– Buying counterfeit 

products online from overseas importers and bringing them into Korea

Direction of response to intellectual property issues in Metaverse
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Session 3
Alternative Dispute Resolution Mechanisms for Digital Copyright 
- and Content-Related Disputes

Resolving 
Metaverse Disputes

Global forum on 
IP and the Metaverse
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WIPO Arbitration 
and Mediation Center

Ignacio de Castro, Director, IP Disputes and External Relations Division
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WIPO Arbitration 
and Mediation Center

Facilitates the resolution of commercial 
disputes between private parties involving 
IP, through procedures other than court 
litigation

International neutrality

Specialized in IP disputes

WIPO mediators, arbitrators and experts 
experienced in IP - able to deliver informed 
results efficiently

Mediation, arbitration, expert 
determination, and domain name dispute 
resolution

CV 	 ·	Director,	WIPO	Arbitration	and	Mediation	Center	at	World	Intellectual	Property	Organization(2019~)

	 ·		Deputy	Director,	WIPO	Arbitration	and	Mediation	Center	at	World	Intellectual	Property	

Organization(2008~2019)

	 ·		Before	joining	WIPO,	Baker	&	McKenzie,	London	and	Freshfields	Bruckhaus	Deringer,	

London(international	arbitration	and	litigation	departments)

Summary 	 	The	WIPO	Arbitration	and	Mediation	Center	offers	time-	and	cost-efficient	alternative	dispute	

resolution	(ADR)	options,	such	as	mediation,	arbitration,	expedited	arbitration,	and	expert	

determination	to	enable	private	parties	to	settle	their	commercial	disputes.	The	WIPO	Center	is	

international	and	specialized	in	intellectual	property	(IP)	and	technology	disputes.	

	 	Disputes	arising	in	the	digital	environment,	including	in	the	Metaverse,	comprise	a	wide	variety	of	

issues.	Such	disputes	can	involve	complex	legal,	commercial	or	management	issues,	and	given	

the	cross-border	nature	of	the	internet,	these	disputes	often	involve	multi	jurisdictional	litigation	

with	a	diversity	of	parties,	including	users	of	copyright	and	content.

	 	WIPO	ADR	is	specialized,	flexible	and	confidential.	Its	consensual	nature	often	results	in	a	less	

adversarial	process,	allowing	the	parties	to	begin,	continue,	or	enhance	profitable	business	

relationships	with	each	other.	If	well	managed,	ADR	can	save	time	and	money.	In	addition,	

ADR	procedures	allow	parties	to	choose	a	mediator,	arbitrator	or	expert	with	legal	and	technical	

expertise	in	digital	copyright	and	content.	They	provide	a	neutral	forum	in	which	disputes	can	be	

resolved	through	a	single	procedure.	Moreover,	ADR	procedures	can	be	set	up	in	a	way	to	allow	for	

efficient	enforcement	of	the	outcome.

Ignacio DE CASTRO
Director, WIPO Arbitration and Mediation Center

Measures for Cooperation among Countries Related to Intellectual 
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Examples of Digital Disputes 
Referred to WIPO ADR

Audiovisual works
Musical works
Photographic works
Social Media
Software / Mobile Apps
Video / Online games

Mediation
Informal consensual process 

Neutral intermediary – mediator

assists parties in reaching 
settlement of their dispute

based on parties’ respective 
interests

cannot impose a decision

Settlement agreement has force 
of a contract

Leaves open court or arbitration 
options

Arbitration
Consensual procedure 

Parties submit dispute to one or 
more chosen arbitrators

Binding and final decision (award) 

based on parties’ rights and 
obligations 

enforceable internationally

Normally excludes court options

Survey on ADR for Digital Copyright and 
Content Disputes

70%

33%

WIPO ADR Caseload
Legal Area Case Source

75% settlement rate in 2021 in 
WIPO Mediation
Increased use of WIPO online 
case tools

+45% in 2021 caseload

Settlement Rate

Party Location

43%
Europe 21% 

Asia

1%
Africa

12%
LAC 1%

Oceania

22%
North America

2021

WIPO Mediation WIPO Arbitration

43%
57%

Contractual Non-Contractual

32%

68%

Domestic International

2%

5%

7%

16%

69%

German

French

Chinese

Spanish

English

Language

Alternative	Dispute	Resolution	Mechanisms	for	Digital	Copyright	-	and	Content-Related	Disputes		l		Ignacio	DE	CASTRO
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WIPO Expert Determination 
for User Uploaded Content 
Disputes (EDUUC)

EU Directive 2019/790 on Copyright and 
Related Rights in the Digital Single 
Market

Article 17(9) - Use of protected content by 
online content-sharing service providers
“…online content-sharing service providers put 
in place an effective and expeditious complaint 
and redress mechanism that is available to 
users of their services in the event of disputes 
over the disabling of access to, or the removal 
of, works or other subject matter uploaded by 
them. […] Member States shall also ensure that 
out-of-court redress mechanisms are available 
for the settlement of disputes”

WIPO ADR for Video Games and eSports 
Disputes

Case administration

Open-ended list of experts

Procedural guidance and training

Tailored ADR Procedures

www.wipo.int/amc/en/center/specific-sectors/videogames

Perception of Dispute Resolution Mechanisms 
for Digital Copyright and Content Disputes

Alternative	Dispute	Resolution	Mechanisms	for	Digital	Copyright	-	and	Content-Related	Disputes		l		Ignacio	DE	CASTRO
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Queries: arbiter.mail@wipo.int

Leave a chat on KakaoTalk 
“WIPO중재조정센터”

Further information: 
WIPO Center LinkedIn 
WIPO Center Newsletter 
WIPO Center Webinars

Contact usWIPO ADR for NFTs and Metaverse Disputes
Use of ADR clauses in terms and conditions

Types of disputes
User v. Platform
User v. User
User v. Service Provider

Follow us on
KakaoTalk

QR Code: 

WIPO Model Clause Example: Mediation 
followed by Expedited Arbitration
Any dispute, controversy or claim arising under, out of or relating to this contract and any subsequent
amendments of this contract, including, without limitation, its formation, validity, binding effect, interpretation,
performance, breach or termination, as well as non-contractual claims, shall be submitted to mediation in
accordance with the WIPO Mediation Rules. The place of mediation shall be [specify place]. The
language to be used in the mediation shall be [specify language].

If, and to the extent that, any such dispute, controversy or claim has not been settled pursuant to the
mediation within [60][90] days of the commencement of the mediation, it shall, upon the filing of a
Request for Arbitration by either party, be referred to and finally determined by arbitration in
accordance with the WIPO Expedited Arbitration Rules. Alternatively, if, before the expiration of the said
period of [60][90] days, either party fails to participate or to continue to participate in the mediation, the
dispute, controversy or claim shall, upon the filing of a Request for Arbitration by the other party, be referred
to and finally determined by arbitration in accordance with the WIPO Expedited Arbitration Rules. The place
of arbitration shall be [specify place]. The language to be used in the arbitral proceedings shall be [specify
language]. The dispute, controversy or claim referred to arbitration shall be decided in accordance with
[specify jurisdiction] law.

www.wipo.int/amc/en/clauses

Alternative	Dispute	Resolution	Mechanisms	for	Digital	Copyright	-	and	Content-Related	Disputes		l		Ignacio	DE	CASTRO
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Session 3
Proposal of International Solutions in case of Infringement 
of Intellectual Property Rights on Metaverse

CV 	 ·	Bachelor	of	Laws,	Yonsei	University	College	of	Law

	 ·	Master	of	Laws,	Yonsei	University	Graduate	School

	 ·	University	of	Washington	School	of	Law(Seattle,	WA;	USA),	LL.M.(Master	of	Laws)

	 ·	Washington	University	School	of	Law(St.	Louis,	MO;	USA),	J.S.D.(Ph.D.	of	Laws)

	 ·	Expert	Member	of	Presidential	Council	on	Intellectual	Property	(New	Intellectual	Property	Field)

	 ·	Member	of	Korea	Copyright	Commission

	 ·	Evaluation	Member	of	the	Korean	Intellectual	Property	Office

	 ·	President	of	the	Next	Generation	Contents	Property	Association

	 ·	Vice-President	of	Korean	KOPILA

	 ·	Member	of	the	Unfair	Competition	Prevention	Act	System	Improvement	Committee

	 ·	Vice	President	of	World	International	Law	Association	Korea	Branch

	 ·	Chief	Editor	of	Korean	Yearbook	of	International	Law

Summary 	 	In	the	metaverse	environment,	dispute	related	to	copyright,	industrial	property	rights,	unfair	

competition,	and	trade	secrets	are	highly	likely	occur	across	borders.	From	this	point	of	view,	

international	judicial	issues	such	as	international	jurisdiction	and	applicable	law	are	dealt	with	in	

relation	to	intellectual	property-related	disputes.	In	particular,	regarding	the	terms	of	use	between	

metaverse	platform	operators	and	users,	we	focus	on	the	exclusive	international	jurisdiction	

agreement.	In	addition,	under	the	metaverse	environment,	there	may	be	cases	where	the	public	

law	and	judicial	system	of	a	specific	country	are	applied	offshore.	Legislative	and	enforcement	

jurisdictions	are	considered	in	relation	to	these	offshore	applications.	Based	on	these	discussions,	

we	propose	an	efficient	countermeasure	in	relation	to	international	disputes	related	to	intellectual	

property	that	occur	in	the	metaverse	environment.

Gyooho Lee
Professor, Chung Ang University

Measures for Cooperation among Countries Related to Intellectual 
Property Issues in Metaverse

Measures for cooperation among countries related to intellectual property issues in Metaverse

Proposal	of	International	Solutions	in	case	of	Infringement	of	Intellectual	Property	Rights	on	Metaverse		l		Gyooho	Lee

Proposals to Countermeasure 
against Transnational IP 

Infringements in the Metaverse
Efficiently

Gyooho Lee (Professor of Law, Chung-Ang
University School of Law, Seoul, Republic of 

Korea)
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• Public Legal Relationship
• Proposals
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Proposal	of	International	Solutions	in	case	of	Infringement	of	Intellectual	Property	Rights	on	Metaverse		l		Gyooho	Lee

Private Legal Relationship
II. International jurisdiction (Jurisdiction to adjudicate)

1. Exclusive choice of court agreement 

A.  Korean case law (Korean Supreme Court on April 28, 2011, Case No. 2009 Da 19093)

• An exclusive choice of court agreement is valid if the following requirements are met:

(i) The disputed case is not subject to exclusive jurisdiction of a court of a foreign 

country;

(ii) The Korean courts have jurisdiction over the case;

(iii) The case has reasonable connection with the Korean courts; and

(iv) The exclusive choice of court agreement must not constitute a legal act that is 

remarkably unreasonable and unfair, which is contrary to public morals. 

Private Legal Relationship

I.  Introduction 

Private Legal Relationship
-Article 8 of the Korean Private International Law

If the parties have agreed that a court or the courts of Korea are to have jurisdiction to settle any 

disputes which have arisen or which may arise in connection with a particular legal relationship, 

that court or those courts shall have international jurisdiction over the dispute (the main clause of 

Article 8 (1) of the Korean PIL Act). However, the choice of court agreement is invalid when it falls 

under one of the following: 

(i) Cases where the agreement becomes invalid in accordance with the laws of the country, 

including conflict of laws, with international jurisdiction over disputes by agreement between the 

parties;

(ii) Cases where the party who made the agreement did not have legal capacity to conclude the 

agreement;

(iii) Cases where an action, the subject of the agreement, is exclusively under the international 

jurisdiction of a country other than the agreed country in accordance with the laws or treaties of 

Korea; or

(iv) Cases where it clearly violates the public policy or other social order of the country in which 

the action is pending if the agreement is valid (Article 8 (1) of the Korean PIL Act).

Private Legal Relationship

I. Introduction

II. Naver Zepeto’s Terms of Service

1. Exclusive Choice of Court Agreement (○)

2. Choice of Law (Ⅹ)

3. Prohibited acts include trade secrets as well as industrial property rights.

- H/W, erring in identifying that trade secrets are a kind of intellectual property rights

4. A trade secret is characterized as intellectual property, not an intellectual property right, under Korean IP law.

- H/W, it can be characterized as an IP right under private international law.
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Private Legal Relationship
• CONVENTION ON CHOICE OF COURT AGREEMENTS (Concluded 30 June 2005)

Article 2 Exclusions from scope

(1) This Convention shall not apply to exclusive choice of court agreements –

a) to which a natural person acting primarily for personal, family or household purposes (a 

consumer) is a party; 

b) relating to contracts of employment, including collective agreements.

(2) This Convention shall not apply to the following matters –

a)-m) [Omitted]

n) the validity of intellectual property rights other than copyright and related rights; 

o) infringement of intellectual property rights other than copyright and related rights, except 

where infringement proceedings are brought for breach of a contract between the parties 

relating to such rights, or could have been brought for breach of that contract; 

p) [Omitted]

Private Legal Relationship

A choice of court agreement shall be in writing, including the electronic 

expression of a person’s intent exchanged by telegram, telegraph, fax, e-

mail or other means of communication (Article 8 (2) of the Korean PIL 

Act).  International jurisdiction based on an agreement between parties 

is presumed to be exclusive (Article 8 (3) of the Korean PIL Act). A 

choice of court agreement that forms part of a contract shall be treated 

as an agreement independent of the other terms of the contract (Article 

8 (4) of the Korean PIL Act). If there is an agreement that an action may 

be filed exclusively with the courts of a foreign country in terms of a 

particular legal relationship between the parties, a Korean court must 

dismiss the action unless one of the following conditions is met:

(i) Cases where the agreement is invalid;

Private Legal Relationship
B. Effect of Exclusive Choice of Court Agreement in terms of 

Consumer Contract

(1) Definition of Consumer under Consumer Contract 

• Consumer under Article 42 of the Korean Private International 

Law: Passive consumer, not including active consumer. 

• Passive consumer: Consumer entering into a contract with another 

for a purpose other than occupational or business activities.

Private Legal Relationship

(ii) Cases where international jurisdiction by appearance is invoked;

(iii) Cases where the court of the country before which both parties have 

agreed to bring a lawsuit decides not to hear the case; or

(iv) Cases where there are clear circumstances due to which the 

agreement cannot be carried out (the main clause of Article 8 (5) of the 

Korean PIL Act).
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Private Legal Relationship

(2) Effect of an exclusive choice of court agreement under a 

consumer contract

• Invalid under Article 42 (6) of the Korean Private International Law

Private Legal Relationship
Special Jurisdiction in Cases Related to Consumer Contracts (Article 42 of 
the Korean PIL Act)

If a consumer enters into a contract for purposes other than his/her 
occupation or business activity and the contract falls under any of the 
following, the consumer who has his/her habitual residence in Korea may 
file a lawsuit before a Korean court against the other party to the contract 
(i.e., a person who concludes a contract through occupational or business 
activity; hereinafter referred to as “businessperson”):
(i) Cases in which, prior to the conclusion of the contract, a businessperson 
conducts occupational or business activities such as soliciting transactions 
through advertisements in the country where the consumer’s habitual 
residence is (hereinafter referred to as “the country of habitual residence 
of the consumer”), or he/she conducts occupational or business activities 
such as soliciting transactions through advertisements in a country other 
than the country of habitual residence of the consumer toward the country 
of habitual residence of the consumer, and the contract falls within the 
scope of the businessperson's occupational or business activity;
(ii) Cases where the businessperson receives the consumer's order in the 
country of residence of the consumer; or

Private Legal Relationship

2. Law applicable to validity of an exclusive choice of court agreement 

-Previous Korean case law: lex fori (Korean Supreme Court on 

September 9, 1997, Case No. 96 Da 20093; Korean Supreme Court on 

March 25, 2004, Case No. 2001 Da 53349)

- Article 8 (1) of the Korean Private International Law of 2022: law of 

the country where the court chosen by parties are located

Private Legal Relationship
(iii) Cases where the businessperson induces the consumer to go to a 
country other than the country of residence of the consumer to place an 
order (Article 42 (1) of the Korean PIL Act).

In terms of consumer contracts, a lawsuit filed by a businessperson 
against the consumer may be brought only before a Korean court when 
the consumer’s habitual residence is in Korea (Article 42 (2) of the 
Korean PIL Act).
When there is an agreement on international jurisdiction between the 
parties to a consumer contract, the agreement is effective only in any of 
the following cases:
(i) Cases where an agreement on international jurisdiction is made after 
a dispute has already arisen; or 
(ii) Cases where the agreement of international jurisdiction allows 
consumers to file lawsuits in foreign courts in addition to the Korean 
courts (Article 42 (3) of the Korean PIL Act).
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Private Legal Relationship

5. Special Jurisdiction in Cases Related to Infringement of Intellectual Property Rights

국제사법 제39조는 지식재산권 침해에 관한 소의 특별관할을 규정하고 있다.

- Special Jurisdiction in Cases Related to Infringement of Intellectual Property 
Rights (Article 39 of the Korean PIL Act).

A lawsuit for infringement of intellectual property rights may be brought to 
the court in any of the following cases: However, in this case, jurisdiction is 
limited to the results that occurred in Korea.
(i) Cases where the infringement is committed in Korea;
(ii) Cases in which the result of the infringement occurred in Korea;
(iii) Cases where the infringement is committed towards Korea (Article 39 (1) 
of the Korean PIL Act).

Private Legal Relationship
• Under Article 8 of the Korean Private International 

Law

(i) Choice of court agreement: presumed to be 

exclusive

(ii) Writing by electronic means is allowed

(iii) It does not require reasonable connection 

between a disputed case and the Korean courts

Private Legal Relationship
In cases where a Korean court has international jurisdiction over one of 
closely correlated, multiple claims, a party can bring a lawsuit involving 
those multiple claims before the Korean court (Article 6 (1) of the 
Korean PIL Act).  Article 6 (1) of the Korean PIL Act will not be applied 
to lawsuits brought due to infringement of intellectual property rights 
(Article 39 (2) of the Korean PIL Act). 
If the main infringement of intellectual property rights occurred in Korea, 
a lawsuit may be brought to a Korean court in terms of all 
consequences of the infringement, including those that occurred in a 
foreign country (Article 39 (3) of the Korean PIL Act).
Provisions on special jurisdiction over tort cases will not be applied to 
cases related to Infringement of intellectual property rights (Article 39 
(4) of the Korean PIL Act).

Private Legal Relationship

4. Special Jurisdiction in Contract Cases Related to Intellectual Property Rights

Special Jurisdiction in Contract Cases Related to Intellectual Property 
Rights (Article 38 of the Korean PIL Act)

A lawsuit concerning a contract for the transfer of intellectual 
property rights, the establishment of a security right, and a license 
for use, etc. may be brought to a Korean court in any of the 
following cases:
(i) Cases where intellectual property rights are protected, used or 
exercised in Korea; or
(ii) Cases where rights related to intellectual property rights are 
registered in Korea (Article 38 (1) of the Korean PIL Act).
Special jurisdiction over the ordinary contract cases under Article 41 
of the Korean PIL Act will not be applied to one over the contract 
cases related to intellectual property rights (Article 38 (2) of the 
Korean PIL Act).
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Private Legal Relationship
III. Applicable Law in the Metaverse

1. Article 45 (Party's Autonomy)
(1) Contract shall be governed by the law which the parties choose explicitly or impli

citly: Provided, That the implicit choice shall be limited to the case which the imp
licit choice can be reasonably recognized by the content of the contract and all o
ther circumstances.

(1) The parties may choose the applicable law regarding a part of the contract.
(2) The parties may change, by agreement, the applicable law under the provision of 

this Article or Article 46: Provided, That the change of the applicable law made 
after the conclusion of the contract shall not affect the validity of the contract 
method and the right of a third party.

(3) In case, notwithstanding that all the elements are solely related to one country, 
the parties choose the law of any other country than that of the country, the 
application of the mandatory provisions of the relevant country shall not be 
excluded.

(4) The provision of Article 49 shall be applied mutatis mutandis with respect to the 
formation and validity of the agreement between the parties with respect to the 
choice of the applicable law.

Private Legal Relationship
• Article 39 (1) of the Korean PIL Act:

• In terms of infringement of IP rights, a party can 

bring a lawsuit before the Korean courts when 

the place of the infringement, the place of its 

outcome or the targetted place is located in 

Korea. 

• The targetted place can be included as a kind of 

the place of its outcome.  

Private Legal Relationship

• Article 45 of the Korean PIL Act is applied to terms of service in the Metaverse.

• It should be noted that Article 47 of the Korean PIL Act is applied to the terms of service when it constitutes a 

consumer contract. 

Article 47 (Consumer Contract)
(1) The protection given by the mandatory provisions of the country, where the 

habitual residence of the consumer is located, shall not be deprived even if the 
parties to a consumer contract choose the applicable law.

(2) In case the parties do not choose the applicable law, a consumer contract shall 
be governed by the law of the habitual residence of the consumer irrespective 
of the provision of Article 46.

(3) The method of a consumer contract shall be governed by the law of the 
habitual residence of the consumer irrespective of the provisions of Article 
31 (1) through (3).

Private Legal Relationship
6. Special Jurisdiction in Tort Cases 

Special Jurisdiction in Tort Cases (Article 44 of the Korean PIL Act)

A lawsuit related to a tort may be brought before a Korean court if 
the act is committed in or against Korea, or if the result occurs in 
Korea. However, it cannot be instituted before the Korean court if 
the consequences of the tort could not have been foreseen that the 
tort would have had an effect in Korea (Article 44 of the Korean PIL 
Act).

The legal nature of acts of unfair competition or misappropriation of 
trade secrets:  
If it is IP rights, Article 39 applicable.
If it is IP, Article 44 applicable.
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Private Legal Relationship
B. Exception:  Employee’s Invention

Korean Supreme Court on Jan. 15, 2015 (Case No. 2012 Da 4763)]

Initial ownership and succession of the right to patent for employees’ 
inventions and employers’ acquisition of non-exclusive license and 
employees’ remuneration right fall under legal relationship b/o 
employment relationship b/t an employer(s) and an employee(s).  =➔➔ The 
rights and obligations arising out of  employment relationship in 
transnational cases are not subject to territoriality principles nor within 
the scope of Article 24 of the Korean Private International Act  which 
prescribes the applicable law in terms of the protection of IPRs because 
they do not concern establishment, validity, or revocation of patent or 
utility model rights.

Private Legal Relationship
2. Act On The Regulation Of Terms And Conditions

• Falling under Article 47 (1) of the Korean PIL Act (Domestic mandatory rules)

• Not constituting international mandatory rules under Article 20 of the Korean 

PIL Act

Private Legal Relationship

The right to patent for employees’ invention in each country arises out of

identical invention constituting substantively a single social fact and,

thus, the uniform interpretation b/o the law applicable to the employment

relationship is necessary for the protection of the parties’ interests and

legal certainty. In this context, the law applicable to employees’

invention is the law applicable to the employment relationship under

Article 28 of the Korean Private International Act.

Held: The grant of a free non-exclusive license to an employer by

operation of law would be governed by the law applicable to the

employment relationship.

Private Legal Relationship

3. Law applicable to non-contratual relationship

A. Law applicable to establishment, transfer, infringement, etc. of 

IP rights

Article 24 (Protection of Intellectual Property Rights)

The protection of intellectual property rights shall be governed by the 
law of the place where such rights are violated.

The law applicable to establishment, transfer, infringement, etc. of 
IP rights is lex loci protectionis (Korean Supreme Court on January 
15, 2015, Case No. 2012 Da 4763).
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Private Legal Relationship
However, a Korean court is not allowed to stay its proceedings when it has 
international jurisdiction over the case on the basis of an exclusive choice of 
court agreement, or when it is clear that adjudication before the Korean court 
is better than adjudication before a foreign court (Article 11 (1) proviso of the 
Korean PIL Act). The parties can file for immediate appeal against the stay 
order of the Korean court (Article 11 (2) of the Korean PIL Act). In a case 
where the same claims are brought between the same parties before the 
Korean court second seized, the Korean court second seized shall dismiss the 
case when the foreign court first seized rendered its judgment meeting the 
recognition requirements in accordance with Korean laws, regulations, and 
treaties (Article 11 (3) of the Korean PIL Act). The Korean court second seized 
may proceed with the case on a party’s motion if the plaintiff of the foreign 
court first seized does not take necessary measures for the adjudication of its 
merit, the court first seized does not adjudicate, or is expected to adjudicate 
the case on the merits within a reasonable time (Article 11 (4) of the Korean 
PIL Act).  When the Korean court determines whether it will stay its 
proceedings, the priority of the cases is based on the date when they are 
brought before a court or courts (Article 11 (5) of the Korean PIL Act).

Private Legal Relationship

5. Special Jurisdiction in Cases Related to Infringement of Intellectual Property Rights

국제사법 제39조는 지식재산권 침해에 관한 소의 특별관할을 규정하고 있다.

- Special Jurisdiction in Cases Related to Infringement of Intellectual Property 
Rights (Article 39 of the Korean PIL Act).

A lawsuit for infringement of intellectual property rights may be brought to 
the court in any of the following cases: However, in this case, jurisdiction is 
limited to the results that occurred in Korea.
(i) Cases where the infringement is committed in Korea;
(ii) Cases in which the result of the infringement occurred in Korea;
(iii) Cases where the infringement is committed towards Korea (Article 39 (1) 
of the Korean PIL Act).

Private Legal Relationship

V. Recognition and enforcement of a foreign 

judgment

1. Issues

(1) punitive damages or excessive damages

(2) extraterritorial application of injunction issued by a court of a foreign 

country

Private Legal Relationship

IV. lis pendens
A Korean court second seized can stay its proceedings sua sponte or 
on a party’s motion in a case where the action, which is identical to the 
case pending between the same parties before a foreign court first 
seized, was brought in the Korean court and it is expected that the 
Korean court will recognize the judgment of the foreign court (the 
main clause of Article 11 (1) of the Korean PIL Act). 
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Private Legal Relationship

2. Recognition of punitive damages 

• Korean Supreme Court on October 15, 2015, Case No. 2015 Da 1284

-Punitive damages or excessive damages exceeding compensation of damages will not be recognized.

3. Treble damages under IP laws

(i) Article 128 (8) and (9) of the Patent Act 

(ii) Article 30 of Utility Model Act

(iii) Article 110 (7) and (8) of Trademark Act 

(iv) Article 115 (7) and (8) of Design Protection Act

(v) Article 14 bis (6) and (7) of Unfair Competition Prevention Act. 

Private Legal Relationship
Article 217 (Recognition of Foreign Country Judgments) of the Korean Civil Procedu
re Act
(1) A final and conclusive judgment rendered by a foreign court or a judgment 

acknowledged to have the same force (hereinafter referred to as "final judgment, 
etc.") shall be recognized, if all of the following requirements are met: <Amended 
on May 20, 2014>

1. That the international jurisdiction of such foreign court is recognized under the 
principle of international jurisdiction pursuant to the statutes or treaties of the 
Republic of Korea;

2. That a defeated defendant is served, by a lawful method, a written complaint or 
document corresponding thereto, and notification of date or written order allowing 
him or her sufficient time to defend (excluding cases of service by public notice or 
similar), or that he or she responds to the lawsuit even without having been served 
such documents;

3. That the approval of such final judgment, etc. does not undermine sound morals or 
other social order of the Republic of Korea in light of the contents of such final 
judgment, etc. and judicial procedures;

4. That mutual guarantee exists, or the requirements for recognition of final judgment, 
etc. in the Republic of Korea and the foreign country to which the foreign country 
court belongs are not far off balance and have no actual difference between each 
other in important points.

Private Legal Relationship
• Treble damages up to 3 times of compensatory damages ➔ not 

contrary to public morals of Korea b/c the increased damages purports 

to fully compensate the infringed’s damages.

• Punitive damages or excessive damages its limit  ➔ contrary to public 

morals of Korea

3. Extraterritorial application injunction issued by a court of a 

foreign country

Contrary to public morals of Korea

Private Legal Relationship
(2) A court shall ex officio investigate whether the requirements under 
paragraph (1) are satisfied. <Newly Inserted on May 20, 2014>

Article 217 bis (Recognition of Final Judgment on Compensation for 
Damage) of the Korean Civil Procedure aCt
(1) Where final judgment, etc. on compensation for damage give rise to a 

result being markedly against the basic order of the Acts of the Republic 
of Korea or international treaties entered into by the Republic of Korea, a 
court shall not approve the whole or part of relevant final judgment, etc.

(2) Where a court examines requirements under paragraph (1), it shall 
consider whether the scope of compensation for damage recognized by 
a foreign court comprises litigation costs and expenses, including 
attorney fees, and the scope thereof.
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Public Legal Relationship

II. Jurisdiction to prescribe

1. Criminal liability for misappropriation of 

trade secrets 

2. Border measures

3. Website blocking measures to prevent piracy

Private Legal Relationship
VI.  Extraterritorial application of IP rights 

1. Territoriality principles under international instruments  

2. Acts of unfair competition and misappropriation of trade secrets 

are not subject to territoriality principles under international 

instruments

Solutions

I.  Uniform Interpretation of National Substantive Laws of Each 

Country

• Analyzing transparancy report of each platform providers offering 

Metaverse services

• Offering chances to voluntarily maintain uniformity of standard form 

contracts between Metaverse platform providers and their users

Public Legal Relationship

• Jurisdiction to prescribe

• Jurisdiction to adjudicate

• Jurisdiction to enforce
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Proposals
IV.  Bilateral or multilateral agreement 

• E.g.,  The legal issues related to trademarks for Virtual goods and 

virtual designs in the Metaverse can be subject to transnational 

disputes.

• Unfair Competition Law:  Not subject to territoriality principle  

E.g.: Trade secret protection b/o Economic and Trade Agreement 

between USA and PROC

Proposals
II.  Benchmarking Korean Private International Law in Terms of 
International Jurisdiction

-Korean Private International Law revised on 2022 (Act No. 18670, 

comprehensively revised on January 4, 2022 and effective since July 5, 2022 

-Providing the detailed rules on international jurisdiction

Proposals
V.  Expansion of the exceptions to territoriality principle and 
possibility of extraterritorial application of domestic IP laws

• Re: Jurisdiction to adjudicate

• Territoriality principle applied to IP rights b/o international instruments

• Re: Jurisdiction to prescribe in terms of public legal relationship

• Extraterritorial applications possible (e.g., market effect rules)

Proposals
III.  Uniform Principles or Guidelines Related to Private 
International Law

• American Law Institute: Intellectual Property: Principles 

Governing Jurisdiction, Choice of Law, and Judgments in 

Transnational Disputes (ALI Principles)

• European Max Planck Group (EMPG):  Conflict of Laws in 

Intellectual Property (CLIP Principles

• Korea-Japan Joint Proposals

• ILA Guidelines for Intellectual Property and Private 

International Law (Kyoto Guidelines)
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• Thanks for your attention

• Professor Gyooho Lee [School of Law, Chung-Ang
University (Seoul, Republic of Korea)]

• reached via: cion2004@hanmail.net

Title: 1993년경복궁_이수성-017
CC BY 셀수스협동조합

Proposals
VI. Establishment of an Office for IP-related Mediation and Arbitration 

on Metaverse

• B/o 7 principles 

1. Fairness

2. Neutrality by third person(s)

3. Independence

4. Prudence

5. Equivalents of Identity of Participants (e.g., parties, arbitrators and 

mediators) via  block-chain technology certifying individuals’ identity

6. Secrecy

7. Perfection of cyber-security

Proposals
VII. Use of OECD Guidelines for Multinational Enterprises

Naming & Shaming strategy b/o OECD Guidelines for Mulitinational
Enterprises (Strong soft law among OECD Members)

OECD Guidelines for Multinational Enterprises

VIII. Consumer Interests

When dealing with consumers, enterprises should act in accordance with fair business, 

marketing and advertising practices and should take all reasonable steps to ensure 

the quality and reliability of the goods and services that they provide. In particular, 

they should:

1.-2. [Omitted]

3. Provide consumers with access to fair, easy to use, timely and effective non-judicial 

dispute resolution and redress mechanisms, without unnecessary cost or burden.
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